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LIST OF EXHIBITS

The exhibits to the present Request are arranged in four groups: prior art (“PA”); relevant
patent prosecution file history, patents, and claim dependency relationships (“PAT”); claim

charts (“CC”); and other (“OTH”).
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PA-SBOSA/B USPTO Form SB/08A/B

PA-A “Network Plus”, Walter Bender et al., January 12-13, 1988 (“Bender”)
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1992 (“Masand”)

PA-E “WebWatcher: Machine Learning and Hypertext”, Thorsten Joachims et al., May
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American Newspaper Publishers Association, ANPA June 14, 1984 (“WTS
Guidelines™)

PA-H “The Associated Press Stylebook and Libel Manual”, The Associated Press,
1994 (“AP Stylebook™)
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disclosure in Bender in view of Patent Owner Admissions
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Admissions
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OTH-A

OTH-B

OTH-C

OTH-D
OTH-E

First Amended Complaint filed August 27, 2010 in the case of Interval Licensing
LLC,v. AOL, Inc. et al., Case No. 2:10cv01385 (W.D. Wash.)

“Newsedge Feeds Financial Wire News to PC Applications”, Info World, Ed
Scannell (October 30, 1989)

“Individual to tap Internet with an agent-based news service”, Info World, Karen
Rodriguez (October 24, 1994)

Infringement Contentions Ex. B-1 507-Apple-Apple.com Store-Product Page
Infringement Contentions Ex. B-2 507-Apple-AppleTV

viil



OTH-F
OTH-G
OTH-H
OTH-I
OTH-J
OTH-K
OTH-L
OTH-M
OTH-N
OTH-O
OTH-P

OTH-Q

OTH-R
OTH-S
OTH-T
OTH-U
OTH-V

OTH-W
OTH-X

OTH-Y

OTH-Z

Infringement Contentions Ex. B-3 507-Apple-iPad App Store-Product Page
Infringement Contentions Ex. B-4 507-Apple-iTunes Sidebar-Genius
Infringement Contentions Ex. B-5 507-Apple-iTunes Store-App Product Page
Infringement Contentions Ex. B-6 507-Apple-iTunes Store-Music Product
Infringement Contentions Ex. B-7 507-Apple-iTunes-Audiobook Product
Infringement Contentions Ex. B-8 507-Apple-iTunes-iTunes U Product Page
Infringement Contentions Ex. B-9 507-Apple-iTunes-Movie Product Page
Infringement Contentions Ex. B-10 507-Apple-iTunes-Podcast Product Page
Infringement Contentions Ex. B-11 507-Apple-iTunes-TV Show Product Page
Infringement Contentions Ex. C-1 507-eBay-eBay Website-Product Page

Infringement Contentions Ex. C-2 507-eBay-eBay Website-Catalog Product
Page

Infringement Contentions Ex. C-3 507-eBay-eBay Website-Expired Product
Page

Infringement Contentions Ex. C-4 507-eBay-Half.com Website-Product Page
Infringement Contentions Ex. D-1 507-Facebook-Facebook Website-Photo
Infringement Contentions Ex. D-2 507-Facebook-Facebook Website-Profile
Infringement Contentions Ex. D-3 507-Facebook-Facebook Website-Question

Infringement Contentions Ex. E-2 507-Google-AdWords Seller Ratings
Extensions

Infringement Contentions Ex. F-1 507-Netflix-Netflix Website-Item Page

Infringement Contentions Ex. G-1 507-Office Depot-Office Depot Website-
Product Page

Infringement Contentions Ex. G-2 507-Office Depot-TechDepot Website-
Product Page

Infringement Contentions Ex. I-1 507-Staples-Staples Website-Product Page

X



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

Inventors: Ahmad et al., REQUEST FOR REEXAMINATION UNDER
35U.S.C. §§ 302-307 AND

Patent No.: 6,263,507 37C.FR.§1.510

Filed: December 5, 1996

For: BROWSER FOR USE IN
NAVIGATING A BODY OF
INFORMATION, WITH
PARTICULAR APPLICATION TO
BROWSING INFORMATION
REPRESENTED BY
AUDIOVISUAL DATA

Mail Stop Ex Parte Reexamination
ATTN: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

REQUEST FOR EX PARTE REEXAMINATION OF U.S. PATENT 6,263,507
Dear Sir:

Reexamination is respectfully requested, pursuant to 35 U.S.C. §§ 302-307 and 37 C.F.R.
§ 1.510, of Claims 20-24, 27, 28, 31, 34, 37-40, 43, 63-67, 70, 71, 74, 77, 80-83, and 86 of U.S.
Patent No. 6,263,507 (“the ‘507 patent”), which was filed December 5, 1996 and issued July 17,
2001 to Ahmad, et al., (Exhibit PAT-A). Reexamination is requested in view of the substantial
new questions of patentability (“SNQs”) presented below. Requester reserves all rights and
defenses available, including, without limitation, defenses as to invalidity and unenforceability.
By simply filing this Request in compliance with the Patent Rules, Requester does not represent,
agree, or concur that the ‘507 patent is enforceable, and by asserting the SNQs herein, Requester
specifically asserts that Claims 20-24, 27, 28, 31, 34, 37-40, 43, 63-67, 70, 71, 74, 77, 80-83, and
86 of the ‘507 patent are in fact not patentable. Accordingly, the U.S. Patent and Trademark



Office (the “Office”) should reexamine, find unpatentable, and cancel Claims 20-24, 27, 28, 31,
34, 37-40, 43, 63-67, 70, 71, 74, 77, 80-83, and 86 of the ‘507 patent, rendering Claims 20-24,
27,28, 31, 34, 37-40, 43, 63-67, 70, 71, 74, 77, 80-83, and 86 of the ‘507 patent null, void, and
otherwise unenforceable.

Reexamination is requested in view of the teachings of the references cited herein.
Individually and/or in appropriate combination, these references disclose all of the elements
recited by the claims of the ‘507 patent — including, in particular, features that were believed by
the Examiner during prosecution not to be disclosed in the prior art and the believed absence of
which was expressly indicated to be reason for allowance of the claims. Further, Requester
believes that none of the references submitted as part of this Request was considered by the
Examiner during prosecution. As explained more fully below, reexamination is appropriate in
view of the printed publications cited herein which, alone or in combination, provide new
technical teachings not previously considered with respect to the claims for which reexamination
is being requested.

The Requesters respectfully submit that reexamination should be granted for claims 20-
24, 27, 28, 31, 34, 37-40, 43, 63-67, 70, 71, 74, 77, 80-83, and 86; that these claims should be
found unpatentable; and that a Certificate of Reexamination should be issued canceling all of these

claims.

I. INTRODUCTORY COMMENTS

The Requesters — eBay Inc.; Staples, Inc.; Office Depot, Inc.; Yahoo!, Inc.; and Netflix,
Inc. — ask that the Patent Office order reexamination of the 507 patent immediately. Each of the
Requesters is a named defendant in /nterval Licensing v. AOL, et al., which is currently pending
in the United States District Court for the Western District of Washington. Case No. 2:10-cv-
01385-MJP. In the litigation, the plaintiff (a non-practicing patent-holding company) has
accused each of Requesters’ various systems of infringing the *507 patent.

Generally speaking, the ‘507 claims for which reexamination is sought are directed to
two basic concepts: (1) comparing “segments” of a “body of information” to find related
segments, and displaying the related segments (the “Comparing/Displaying Claims”); and
(2) assigning a subject matter category to a previously uncategorized segment of a body of

information based on a degree of “similarity” between the uncategorized segment and previously



characterized segments of the body of information (the “Categorization Claims”). The ‘507
patent exemplified these broad concepts by describing an embodiment that acquires data from
television news broadcasts and from text-based news wire services. “[W]hen the user is
observing a particular news story in an audiovisual news program, the invention can identify and
display a related text news story or stories.” (‘507 patent 10:14-16.) The application which gave
rise to the ‘507 patent was filed on December 5, 1996.

Significantly, however, both of these concepts were well known in the prior art and

explicitly taught in prior art publications that were not considered by the Examiner.

A. BENDER’S ARTICLE PUBLISHED NINE YEARS EARLIER STRIKINGLY DISCLOSES THE
CONCEPT BEHIND THE COMPARING/DISPLAYING CLAIMS

During prosecution, the Examiner determined that U.S. Patent No. 5,614,940
(“Cobbley”) was the “closest prior art.” Cobbley discloses a system which receives multiple
audiovisual segments and allows end users to select which segment to display. The Examiner
found that Cobbley “fails to disclose or suggest to [sic] comparison of segments for the
subsequent display of related segments by respective ‘display means’.” See page 5 of the May
18, 2000 Office Action.

Thus, a key feature the Examiner found to be lacking in the prior art was comparing
segments in order to display related segments. Yet this feature (along with every feature of the
claims at issue in this Request) was, in fact, known in the prior art. For example, dating from
1988, “Network Plus” by Bender (“Bender”) discloses a computer-based system to display
television news programs supplemented in real time by related content, such as textual content
from news wires, to permit “a more detailed examination of the same news articles which are
summarily presented during a traditional one half hour television news show.” Bender at p. 81.
Moreover, just as in the ‘507 patent, Bender teaches determining relatedness by comparing a
broadcast’s closed captioning data to the text found in news wire stories. Compare Bender at pp.
82-83 with 507 patent at 28:5-23 and 36-38.

Much like the system described in the ‘507 patent, Bender identifies and displays
television news stories on one part of the screen, and related text news stories on another part of
the screen. The striking similarities between Bender’s system and the ‘507 patent’s system is

best seen by a comparison of Bender Figure 2 to the ‘507 patent’s Fig. 2B:
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This 1988 article by Bender—published nine years before the ‘507 patent’s priority
date—is just one example of the previously unconsidered prior art publications that disclose

previously unconsidered technological teachings that render the claims of the ‘507 unpatentable.

B. MASAND, IWAYAMA AND OTHER REFERENCES ANTICIPATE AND/OR RENDER OBVIOUS THE
CATEGORIZATION CLAIMS

Masand, which was published in 1992 teaches the use of Memory Based Reasoning
(MBR) to classify (i.e., categorize) new, unseen news stories. See Masand at Abstract. MBR
solves a new task (i.e., classifying a new story) by looking up examples of tasks (i.e., previously
coded stories) similar to the new task and using the similarity between the new story and the
previously coded stories to assign a code (i.e., category) to the new story. See Masand, p. 61.
Codes are then assigned to the new document by combining the codes assigned to the k-nearest
matches by score. Id. Moreover, “Cluster-Based Text Categorization: A Comparison of
Category Search Strategies”, by Makoto Iwayama, July 9-13, 1995 (“Iwayama”), describes
several algorithms for using “training documents,” which have been categorized previously by
subject matter, to categorize other, uncategorized “test” documents. Among the algorithms
described by Iwayama is to “search [for] the K-nearest training documents to the test document
and use the categories assigned to those training documents” to categorize the test document.
Iwayama at p. 273.

Masand and Iwayama anticipate the ‘507 claims directed to categorizing previously

uncategorized segments based on the degree of similarity.

C. SUMMARY OF INTRODUCTORY COMMENTS

As explained below in greater detail, multiple other references (either alone or in
combination) anticipate and/or render obvious claims 20-24, 27, 28, 31, 34, 37-40, 43, 63-67, 70,
71, 74, 77, 80-83, and 86 of the ‘507 patent. Like Bender, Masand and Iwayama, none of these
references was before the Patent Office during original examination. Because each of these
references raises a substantial new question concerning the patentability of these claims, and
particularly in light of the infringement lawsuit pending against Requesters, Requesters

respectfully request that the Patent Office order ex parte reexamination immediately.



II. REQUIREMENTS FOR EX PARTE REEXAMINATION UNDER 37 C.F.R.
§ 1.510

A. 37 C.F.R. § 1.510 (B)(1) AND (B)(2): STATEMENT POINTING OUT EACH SUBSTANTIAL NEW
QUESTION OF PATENTABILITY

A statement pointing out each substantial new question of patentability (“SNQ”) based on
the cited references, and a detailed explanation of the pertinence and manner of applying the
references to Claims 20-24, 27, 28, 31, 34, 37-40, 43, 63-67, 70, 71, 74, 77, 80-83, and 86 of the
‘507 patent, is presented below in accordance with 37 C.F.R. § 1.510 (b)(1) and (b)(2).

The SNQs raised herein are based on art that was not considered or discussed during the
prosecution of the ‘507 patent, or was not of record. The references, alone or in combination, are
not cumulative to the prior art discussed during the original prosecution' and raise new
substantial questions of patentability. Thus, the prior art documents cited in this Request are
appropriate for use in supporting the SNQs raised herein.

A chart of proposed SNQs is provided here for reference:

SNQ .
Lettor SNQ Claims Affected
20-24, 27, 28, 31, 34, 37, 38,
A Bender 63-67,70,71, 74, 77, 80, and
81
B Bendgr in Combination with Patent Owner 28,37, 71, and 80
Admissions
C Bender in Cgmblnatlon with Chesnais and Patent 22,23, 65, and 66
Owner Admissions
.. o . 20-24, 27, 28, 31, 34, 37, 38,
D Chesnals'm Combmatlon with AP Stylebook and 63-67.70.71. 74. 77, 80, and
WST Guidelines ]1
E Chesnais in Combination with AP Stylebook, WST 28 and 71
Guidelines, and Patent Owner Admissions
.. o . 20-24, 27, 28, 31, 34, 37, 38,
F Chesnais in Combination with Bender 63-67.70. 71, 74. 77, 80. and

! “For purposes of reexamination, a cumulative reference that is repetitive is one that substantially reiterates
verbatim the teachings of a reference that was either previously relied upon or discussed in a prior Office proceeding
even though the title or the citation of the reference may be different. However, it is expected that a repetitive
reference which cannot be considered by the Office during reexamination will be a rare occurrence since most
references teach additional information or present information in a different way than other references, even though
the references might address the same general subject matter.” MPEP §2258.01.
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G Chesnais in Combma‘uon with Bender and Patent 28 and 71

Owner Admissions

. . ) 20-24, 27, 28, 31, 34, 37, 63-

Joachims in Combination with Patent 67.70. 71,74, 77, and 80
1 Joachims in Combination with Bender 27 and 70

Joachims in Combination with Patent Owner
J .. 28 and 71

Admissions
K Masand 39, 40, 43, 82, 83, and 86
L Iwayama 39, 40, 43, 82, 83, and 86
M Iwayama in Combination with Masand 40, 43, 83, and 86
N Iwaygmg in Combination with Patent Owner 40 and 83

Admissions
@) Yuasa 39, 40, 43, 82, 83, and 86
P Yuasa in Combination with Patent Owner Admissions | 40 and 83

B. 37 C.F.R. § 1.510 (B)(3): Cory OF EVERY PATENT OR PRINTED PUBLICATION

RELIED UPON OR REFERRED TO

A copy of every patent or printed publication relied upon to present an SNQ is submitted

herein, as Exhibits PA-A through PA-H and are listed on the accompanying Form PTO-SB/08 at

Exhibit PTO-SB/08. Each of these cited prior art references constitutes effective prior art as to
the claims of the ‘507 patent under 35 U.S.C. § 102 and 35 U.S.C. § 103.

C. 37 C.F.R. § 1.510 (B)(4): CoprY OF THE ENTIRE PATENT FOR WHICH REEXAMINATION IS

REQUESTED

A full copy of the ‘507 patent is submitted herein as Exhibit PAT-A and its

corresponding file history is submitted as Exhibit PAT-B.

D. 37 C.F.R. § 1.510 (B)(5): CERTIFICATION THAT A COPY OF THE REQUEST HAS BEEN

SERVED IN ITS ENTIRETY ON THE PATENT OWNER

A copy of this request has been served in its entirety on the Patent Owner at the following

correspondence address of record:

DAVID R GRAHAM
1337 CHEWPON AVENUE
MILPITAS CA 95035

E. 37 C.F.R.§1.510 (A): FEE FOR REQUESTING REEXAMINATION

A credit card authorization to charge the fee for reexamination of $2,520.00 is attached.

If this authorization is missing or defective, please charge the Fee to the Novak Druce + Quigg,

LLP Deposit Account No. 14-1437.




III.OVERVIEW OF THE ‘507 PATENT AND ITS PROSECUTION HISTORY

A. THE ‘507 PATENT

The ‘507 patent describes three general concepts: (1) comparing data representing a first
segment of a body of information to data representing a second segment of a body of information
to determine whether the two segments are related, and displaying the second segment along
with the first segment if the two segments are related; (2) using the subject matter categories of
previously categorized segment(s) of a body of information, to assign one or more of those
subject matter categories to an uncategorized segment of the body of information to which the
previously categorized segment(s) is/are related as determined based on degree of similarity
between the previously characterized and uncharacterized segments of the body of information;
and (3) determining the boundaries of segments in a body of information. Only the first two
concepts are germane to this request. Therefore, the third concept and claims will not be

discussed in detail herein.

FIRST CONCEPT - CLATMS AT ISSUE: 20-24.27.28.31.34.37.38.63-67.70.71.74. 77, 80, 81

Referring to Fig. 2B of the ‘507 patent, which is reproduced below, the first concept
culminates in the display of a first (also referred to as “primary”) segment of information and a
related second (or also referred to as a “secondary”) segment of information. The ‘507 patent
identifies a television news broadcast 213 as the first segment of information and one of the
related text news stories 214 as a second segment of information. (‘507 patent at 10:14-16,
27:50-55, Fig. 2B.) The process for acquiring this information and for determining whether two
segments of data are sufficiently related to display is straightforward, and by the Patentee’s own

admission, draws heavily from the prior art.



Headine Newl 11!
NBC Nighty 1] i
Headline el 1]

FIG. 2B

The process begins with the acquisition of data. Television news broadcasts and related
text stories are acquired through techniques that were known at the time of filing of the
application resulting in the ‘507 patent: “For example, the system controller 103 can acquire
data representing television broadcasts using conventional equipment for receiving (e.g. a
television set and antenna) and recording (e.g. a conventional videocassette recorder) television
signals.” (507 patent at 19:65-20:4) (parentheticals in original). “Or, the system controller 103
can acquire computer-readable data files that can include text data, audio data, video data or
some combination of two or more types of data), using conventional communications hardware
and techniques...” ‘507 patent at 20:7-11.)

The °507 patent describes the process by which the system determines whether two
information “segments” (e.g., a television news broadcast and a text news story) are sufficiently
related for display in the manner shown in Fig. 2B. (‘507 patent at 27:49-58.) First, text is
derived from the television newscast, e.g. through extraction of the closed caption transcript that
accompanies the broadcast. ‘507 patent at 27:15-21. The text extracted from the newscast’s
closed captioning is then compared to one or more text news stories to determine a degree of

similarity. ‘507 patent at 28:15-27.
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To determine the degree of similarity, the ‘507 patent relies on prior art methods: The
degree of similarity is described as being determined “using any appropriate method” (‘507
patent at 28:36-29:3.) As an example, the patent states that “the use of relevance feedback to
determine the similarity between two text segments is well-known and is described in more
detail in, for example, the textbook entitled Introduction to Modern Information Retrieval, by
Gerard Salton, McGraw-Hill, New York, 1983...” (‘507 patent at 28:55-59.)

After determining degrees of similarity, a number of the text news stories determined to
be similar to the television news broadcast are then displayed alongside the television news
broadcast in the manner shown in Fig. 2B. (‘507 patent at 29:4-17.) “The related secondary
information region 204 of the GUI 200 can display a predetermined number of relevant
secondary information segments. (‘507: 29:4-6.) “[G]lenerally, it is desirable to display the
secondary information segments that are most similar to the primary information segment that is

being displayed.”

SECOND CONCEPT - CLAIMS AT ISSUE: 39, 40,43, 82. 83. 86

The ‘507 patent describes the second concept as “the capability to categorize
uncategorized segments of information based upon the categorization of previously categorized
segments of information.” ‘507 patent at 29:45-48. The 507 patent describes the
“categorization” within the discussion pertaining to the display of television broadcasts and
related text news stories discussed above. “[Tlhe degree of similiarity between the subject
matter content of the segments of the primary information (e.g., news stories in audiovisual news
programs) and segments of the secondary information (e.g., news stories from text news sources)
can also be used to categorize the primary information according to subject matter. (‘507 patent
at 29:50-55.

As new information “segments” are acquired, they are compared to other “segments” (or
categorized based upon their similarity to previously categorized “segments.” (‘507 patent at
30:6-14. The degree of similarity is determined using conventional methods, e.g., relevance
feedback. 507 patent at 30:35-36. Previously categorized segments that are relevant to the
new, uncategorized segment are identified, and the new segment is categorized based on the

categories associated with the relevant, previously categorized segments (e.g., claims 39 and 82).
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B. THE ‘507 PATENT APPLICATION PROSECUTION HISTORY

The ‘507 patent issued based on application serial number 08/761,030 (“the ‘030
application), which was filed December 5, 1996. The ‘030 application did not claim benefit of
any earlier U.S. application, nor did it claim benefit of any foreign application. With two minor

exceptions, the issued claims of the the ‘507 patent are identical to the claims as-filed.?
APPLICATION

As explained above, broadly speaking, the claims at issue in the ‘507 patent relate to two
overall concepts: (1) comparing data representing a first segment of a body of information to
data representing a second segment of a body of information to determine whether the two
segments are related, and then displaying the second segment along with the first segment if the
two segments are related; and (2) using the subject matter categories of previously categorized
segment(s) of a body of information, to assign one or more of those subject matter categories to
an uncategorized segment of the body of information to which the previously categorized
segment(s) is/are related as determined based on the degree of similarity between the previously
characterized and uncharacterized segments of the body of information. Additionally, the ‘507
patent discloses and claims certain subsidiary concepts that can be used in implementing those
two overall concepts. As filed, the ‘030 application included twelve independent claims, but
only four of these independent claims — along with certain dependent claims — are germane to
this Request (viz., independent application claims 35, 36, 59, and 60, corresponding to issued
claims 20, 39, 63, and 82, respectively ). Rather than burden the Examiner with a detailed
discussion related to claims not at issue in this reexamination, Requesters identify below those
independent claims that are germane to the present request.

e application claim 35 (method: overall concept (1) above);

e application claim 36 and 40 (method: overall concept (2) above);

* Application claims 40 and 41 (issued claims 43 and 44, respectively) were amended to change “system” to
“method” in the preamble for consistency from their base claim (i.e., to correct them), and application claim 54
(issued claim 58) was amended to insert a missing comma. See the February 20, 2001 Response to the December
19, 2000 Final Office Action.
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e application claim 59 (computer-readable medium: instructions for executing overall
concept (1) above); and
e application claim 60 (computer-readable medium: instructions for executing overall

concept (2) above).

FIRST OFFICE ACTION

Requesters address herein those portions of the prosecution history that are relevant to the
claims for which reexamination is sought, but do not address aspects of the prosecution unrelated
to the claims for which reexamination is sought to avoid burdening the Examiner with
information that is not germane to the Request.

The first, non-final Office Action was mailed on May 18, 2000. In that first Office
Action, the Examiner indicated that application claims 35 and 59 (among others), which issued
as claims 20 and 63, respectively, directed to the first concept above were allowable without
amendment. There was no further examination of what ultimately issued as claims 20 and 63.
Nor was there any further examination of dependent claims 68-103, which were added just after
issuance of a Final Office Action and ultimately issued as claims 21-38 and 64-81.

Regarding “the most relevant art of record” with respect to claims 35 and 59, the Office
Action’s stated reasons for allowance were that Cobbley “fails to disclose or suggest to [sic]
comparison of segments for the subsequent display of related segments by respective ‘display
means’.” (Paper No. 10 at p. 5.) As discussed below, however, both Bender and Chesnais
(among other references) disclose exactly what the Examiner indicated was not disclosed by
Cobbley.

Application claims 36 (issued claim 39) - 41 and 60 (issued claim 82) were rejected
under 35 U.S.C. § 102(e) as anticipated by Herz et al., U.S. 6,020,883. Notably, with respect to

Herz, the Office Action did not cite to any specific disclosure at all.

RESPONSE TO FIRST OFFICE ACTION

Requesters address only those portions of the Patent Owner’s response to the First Office
Action that are pertinent to the claims for which reexamination is sought.

With respect to application claim 36 (issued claim 39) and application claim 60 (issued
claim 83) and their dependent claims, the Patent Owner did not amend the claims or dispute that

Herz described at least a comparison of a customer profile (a previously categorized segment) to
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a content profile (representing the “uncategorized segment”). (9/18/2000 Response at p. 10-11).
Instead, the Patentees attempted to distinguish Herz on the basis of “subject matter” comparison,
arguing that Herz does not teach “determining a degree of similarity between the subject matter

content of an uncategorized segment and the subject matter content of each of one or more

previously categorized segments.” Id. at p. 9 (emphasis in original); see also id. at p. 11 (“Herz
et al. do not teach that the result of a comparison of the customer profile and a content profile is a
categorization of the content profile according to subject matter”). The patentee also attempted
to distinguish Herz by arguing that Herz did “not teach that a customer profile is compared to a
video program.” Id. Thus, the patentees attempted to distinguish application claims 36 and 60
over Herz by arguing that Herz did not teach subject matter comparison or comparison to an
uncategorized video segment. Id. at p. 9-12 (arguing with respect to claim 36); id. at p. 12

(““Claim 60, which recites limitations similar to those of Claim 36, is allowable as well.”)

FINAL OFFICE ACTION

A sccond, final Office Action was mailed on December 19, 2000. The earlier statement
of reasons for allowance was supplemented to address the claims that previously had been
rejected based on Herz. In particular, regarding application claims 36-41, and 60, the Office
Action stated that “the [applied] prior art, alone or in combination, does no [sic] teach or fairly
suggest the categorizing according to subject matter an uncategorized body of information in
which a degree of similarity is determined between subject matter content of each previously
categorized segment and an uncategorized segment.” As addressed in more detail below, at least
Masand and Iwayama describe the above limitation that the Examiner believed was not disclosed

by the prior art of record during the original procesution.

RESPONSE TO FINAL OFFICE ACTION

In response to the final Office Action, the patentees simply cancelled the non-allowed
claims, viz., application claims 18-33, 65, and 66. Additionally, they sought to add new claims
68-148, which were stated to be “similar in content” to other, previously allowed claims of
different type. (For example, application claims 68-85 were method claims that were indicated
to be similar in content to previously allowed system claims; application claims 86-103 were
computer readable medium claims that were indicated to be similar in content to previously

allowed system claims; etc.) Of those new claims, application claims 68-71, 74, 75, 78, 81, 84,
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85, 86-89, 92, 93, 96, 99, 102, 103, 104. and 107 are germane to this Request as issued claims
21-24, 27, 28, 31, 34, 37, 38, 64-67, 70, 71, 74, 77, 80, 81, 83, and 86.

NOTICE OF ALLOWANCE

The ‘030 application was allowed as a result of the patentees’ response to the final Office
Action. The Notice of Allowance referred back to the statement of reasons for allowance set
forth previously in the final Office Action and did not provide any further indication as to why

the various claimed subject matter had been allowed.

C. RELATED CO-PENDING LITIGATION REQUIRES TREATMENT WITH SPECIAL DISPATCH AND
PRIORITY OVER ALL OTHER CASES

The 507 patent is the subject of pending litigation in the U.S. District Court for the
Western District of Washington, styled Interval Licensing LLC, v. AOL, Inc. et al., Case No.
2:10cv01385 (“the Underlying Litigation”). See Exhibit OTH-A. Pursuant to 35 U.S.C. § 305,
Requester respectfully urges that this Request be granted and reexamination conducted not only
with “special dispatch,” but also with “priority over all other cases” in accordance with 37 C.F.R.
§ 1.550(a) due to the ongoing nature of the underlying litigation.

Further, pursuant to the policy of the Office concerning revised reexamination procedures
to provide for a scheduling-type order of expected substantive action dates in Requests ordered
after the Office’s 2005 fiscal year, Requester respectfully seeks such a scheduling order upon the
granting of this Request.

D. CLAIM CONSTRUCTION

For purposes of this Request, the claim terms are presented by the Requester in
accordance with 37 C.F.R. § 1.555(b) and MPEP § 2111. Specifically, each term of the claims is
to be given its “broadest reasonable construction” consistent with the specification. MPEP
§ 2111; In re Swanson, No. 07-1534 (Fed. Cir. 2008); In re Trans Texas Holding Corp., 498
F.3d 1290, 1298 (Fed. Cir. 2007) (citing In re Yamamoto, 740 F.2d 1569, 1571 (Fed. Cir.
1984)).

Although the District Court has yet to rule on the scope of these claim limitations, the
Federal Circuit noted in Trans Texas that the Office has traditionally applied a broader standard
than a Court does when interpreting claim scope. MPEP § 2111. The Office applies to the

verbiage of the proposed claims the broadest reasonable meaning of the words in their ordinary
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usage, as one of ordinary skill in the art would understand them. In re Morris, 127 F.3d 1048,
1054-55, 44 U.S.P.Q.2d 1023, 1027-28 (Fed. Cir. 1997). The rationale underlying the “broadest
reasonable construction” standard is that it reduces the possibility that a claim, after issue or
certificate of reexamination, will be interpreted more broadly than is justified. 37 C.F.R.
§ 1.555(b), MPEP § 2111.

Because the claim interpretation standards used in the courts are different from the claim
interpretation standards used in the Office, any claim interpretations submitted herein for the
purpose of demonstrating an SNQ are neither binding upon Requester in any litigation related to
the ‘507 patent, nor do they necessarily correspond to the construction of claims under the legal
standards that are mandated to be used by the courts in patent litigation. See 35 U.S.C. § 507;
see also MPEP § 2286.04 11 (determination of an SNQ is made independently of a court’s
decision on validity because of different standards of proof and claim interpretation employed by
the District Courts and the Office); see also Trans Texas Holding, 498 F.3d at 1297-98; In re
Zletz, 893 F.2d 319, 322, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989).

The interpretation and/or construction of the claims in the ‘507 patent presented either
implicitly or explicitly, as discussed with reference to Patent Owner’s infringement contentions
in OTH-B, should not be viewed as constituting, in whole or in part, Requester’s own
interpretation and/or construction of such claims, but instead should be viewed as constituting an
interpretation and/or construction of such claims as may be raised by the Patent Owner through a
broadest reasonable claim construction. In fact, Requester expressly reserves the right to present
its own interpretation of such claims at a later time, which interpretation may differ, in whole or
in part, from that presented herein.

Requesters note that certain claim terms in the *507 patent are indefinite. Requesters are
aware that a substantial new question of patentability or proposed rejection cannot be based on
§ 112 indefiniteness. Requesters nonetheless note that any effort by Requesters to chart elements
of any of the claims of the *682 patent should not be taken as an admission that any of the terms

contained therein are sufficiently definite. Rather, Requesters are merely attempting to provide
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one possible reading of otherwise indefinite claim terms within the “broadest reasonable

construction” standard applied during reexamination.’

E. INFRINGEMENT CONTENTIONS

The Requester has considered the specification of the ‘507 patent for determining the
scope of the claim elements. However, where the specification is unclear or does not provide
sufficient claim support, the Requester identifies excerpts of Patent Owner’s Infringement
Contentions (“Infringement Contentions”) to demonstrate Patent Owner’s broad construction of
the claim elements. See OTH-B. As can be seen from the the Patent Owner’s Infringement
Contentions, the Patent Owner’s interpretation of the claims are unduly broad and/or ambiguous.
The Requester does not agree with the Patent Owner’s claim interpretation and/or claim
construction, but the Requester requests that the Office note the Patent Owner’s Infringement
Contentions for purposes of the reexamination because such contentions constitute an admission
by the Patent Owner. 37 C.F.R. § 1.104(c)}(3) and MPEP § 2617(11I).

Although the Requester does not agree with the Patent Owner’s infringement allegations,
Requester nonetheless provides the Infringement Contentions to provide the Examiner with
examples of how the Patent Owner views its own claims. Again, please note that the Requester
expressly reserves the right to present its own interpretation of such claims at a later time, which

interpretation may differ, in whole or in part, from that presented herein.

IV.SUMMARY OF THE PRIOR ART

A. BENDER

Bender was published in 1988 and thus qualifies as prior art under 35 U.S.C. § 102(b).
Bender pertains to the co-presentation or supplemental presentation concept covered by
independent claims 20 and 63, and their various dependent claims. In particular, Bender
discloses the concept of using a computer-based system (“the news editor has been replaced by

the personal computer”) to display supplementary content along with primary telecast content,

? In fact, the Requesters are pursuing an invalidity defense in the Concurrent Litigation based on the indefiniteness
of certain terms that appear in the claims that are the subject of this Request..
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while the telecast content is shown. Bender at p. 82. Bender’s comparison and display system
provided “a more detailed examination of the same news articles which are summarily presented
during a traditional one half hour television news show.” See Bender, p. 81. This is facilitated
by accessing “[a] variety of both local and remote databases.” Id. By way of example, Bender
includes a figure (reproduced below) showing an original broadcast with a map in the
background (top, center); a revised version of the broadcast with a different map locally inserted

into the audiovisual document (lower, left); and a revised version of the broadcast with text that

is related to the broadcast story inserted into the audiovisual document (lower right).

Figure 11 Locally Packaged Television. On the top i¢ the otiginal broadeast. On the lower left, a map is inseried locsdly.
O the right, the map is replaced with text from the wire services.

Bender at p. 85
In another example (illustrated below), Bender shows a broadcast (bottom right) is
presented along with the text of related news wire stories (left), along with pertinentstill images

from the broadcast (upper right).
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Figare 20 Neiwork Flos. The live hroadvast s in the lowes vight geadrant, Salient stills ave in the upper dght. Faxt
from the wive sevwvioes i3 on the xfi.

Bender at p. 86

With respect to implementation, Bender explains that a processor scans the closed
captioning data that is normally transmitted with the broadcast information to determine the
subject of the story being broadcast. Bender at p. 81. Additionally, “[s]elected frames drawn
from the telecast and stored in local memory [can be] presented as well.” (See Bender, pp. 81
and 83 (video stills)). Prior to the broadcast, news articles will have been collected (i.e., stored)
and analyzed to develop keyword lists based on frequency. Bender, p. 82. As the broadcast
occurs, the keyword lists corresponding to the newswire stories are compared to the closed
captioning data corresponding to the broadcast stories to determine whether the newswire stories
are related to the broadcast stories. /d. If the number of keywords common to both the broadcast
story and a text or trial story exceeds a predetermined threshold, the two are deemed to be related
such that the textual newswire story can be displayed along with the broadcast television story.
See Bender, p. 82. Thus, as required by claims 20 and 63, the system compares data representing
one segment of information (e.g., closed caption data for the news broadcast) to data
representing a different segment of information (e.g., keyword data from newswire stories) to
determine whether the segments are related, i.e., “match,” and then displays the related segments
together in real time. This is illustrated, for example, in Figure 3 (Bender, p. 86), reproduced

below:
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Bender at p. 86
Thus, Bender discloses the alleged invention claimed in at least independent claims 20

and 63 (concept 1) of the ‘507 patent.

B. CHESNAIS

Chesnais was published in June 1995 and thus qualifies as prior art under 35 U.S.C. §
102(b).

Chesnais discloses a personalized electronic newspaper system called “Fishwrap” to
which an individual may subscribe via an internet hypertext link. The system configures a
personalized user profile with which “to create a section with news related to career choices;
news that will keep the individual abreast of trends in specific industries . . . .” Chesnais, p. 275
The system functions by using parameters in the user profile (such as geographic location),
generates various filters that locate related news content. Chesnais at p. 275.

News items, including article contents and news wire photos are streamed into Fishwrap
from many different sources: satellite, radio frequencies, email, and phone line. See Chesnais at
p. 277.

Supplier programs translate incoming news items into a standard, internal data structure

representation and Fishwrap adds a signature representing an inference made from the news item
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data. See Chesnais at p. 277. These signatures (an example of which is shown in Fig. 9 of
Chesnais) are created for “all news items” to characterize the news items. See Chesnais at p.
278-79. When a reader requests generation of a newspaper, an article is retrieved if it (i.e., if its
signature) matches one of the reader’s global topics of interest, or personal topic definitions. /d.
at p. 277. When an articles is rendered, Fishwrap also checks its photo and audio databases to
see if there are photos and sound recordings that relate to, i.e. “match,” the story. Id. As shown

in Fig. 2, an article is displayed to the user along with related photos (thumbnails) and audio.

e A SN

Chesnais at p. 276

Thus, Chesnais discloses the invention claimed in at least independent claims 20 and 63

(concept 1) of the ‘507 patent.

C. WST GUIDELINES
The Wire Service Transmission Guidelines, Special Report, No. 84-2 (“WST
Guidelines”) was published in June of 1984, and thus qualifies as prior art under 35 U.S.C.
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§ 102(b). The WST Guidelines, published by the American Newspaper Publishers Association
(ANPA), disclose guidelines for the transmission of news items over wire services. The WST
Guidelines specify the format and content of message headers that are appended to news wire
items. The header fields include “category” and “keyword.” WST Guidelines, p. 2. The WST

Guidelines also indicate that the Associated Press uses these guidelines. /d. at 1

D. AP STYLEBOOK

The Associated Press Stylebook and Libel Manual (“AP Stylebook™), 29th Edition, was
published in 1994, and thus qualifies as prior art under 35 U.S.C. § 102 (b). The AP Stylebook
sets forth the style guidelines for AP news items. Particularly, the AP Stylebook sets forth style
requirements for AP photo captions, and coding requirements for news wire transmissions. AP

Stylebook, pp. 293-302. “Every news item in the AP report has a keyword slug line.” Id. at 299.

E. JOACHIMS

Joachims was published May 29, 1995 and thus qualifies as prior art under 35 U.S.C. §
102(b).

Joachims discloses a system called “WebWatcher,” which compares different segments
of information, in the form of webpage content, in order to subsequently display related
segments of information, in the form of hyperlinks. See Joachims at p. 1. Joachims describes
“extracting information from the structure of hypertext [and] identif[ying] pages that are related
to a given page.” Joachims at Abstract. If a user expresses interest in a webpage, WebWatcher
compares information related to that webpage to information on other pages and then displays
for the user “a list of 10 pages which WebWatcher estimates to be closely related.” Joachims at
p.3, left column; see also sections 3.3 and 3.4 (describing how webpage information is compared

to determine which pages have “the highest probability of being most similar”).

Joachims explains the process of determining related webpages in terms of building a
table representation of the Web (reproduced below), with a row for each given webpage (e.g.,
Tom’s webpage, Dayne’s webpage, etc.) and columns for each webpage that is linked to from

the given webpage. SeeJoachims at p. 4. Then, as Joachims explains, if one wants to find pages

related to, say, the WWatcher page (which a user might be viewing at a given moment), “we

have to look at the columns of the matrix and find the ones most similar to the WWatcher
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column[; the] pages associated with the » most similar columns are returned by [the] Related

[function]” and are offered to the user as links that he or she may select. Joachims at p. 4.

A EResour i [

In terms of user interface, once the user has activated the WebWatcher functionality in
Joachims, the program will apprise the user of additional webpages he or she might wish to
access by 1) highlighting or emphasizing hyperlinks already present in the webpage the user is
viewing (e.g., with a pair of “eyes” inserted next to the hyperlink), and/or 2) providing a list of
one or more additional hyperlinks to pages the user might wish to access. See, for example, page

1, section 2 and Figure 3, reproduced below.
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et Send email if this page is updated.

o corning soonl

. it Boodbye, infformartion found,
o

Machine Learning Information Services

This list 15 being maintained by the ML Group at the Austrian Eesearch Institute for
Artificial Intelligence (QFAT), Vienna, Austria.

It is far from complete and is being updated on an irregular basis. Please direct
comments / suggestions /.. to Gerhard Widmer (gerhard@alunivieac.at)

Try out the experimental ¢ WebWatcher ®¥ search assistant,

General ML Information Sources

University of California-Irvine (UCDH Machine Learning Page.
hyperhnk in University of [1linois / Urbana (UIUC) Al /ML Page .

N ML Mailing List Archive (moderated by M Pazzani).

VICWCd Webpage MLMNet - Network of Excellence in Machine Learning (GMD servet).
emphasized as \ MLet Mailing List Archive (Amsterdam —— NOT YET INSTALLED),

possibly of
interest

If the user selects one of the suggested hyperlinks, e.g., the highlighted ILPNET link in
the shown example, the system displays the selected page, along with emphasized hyperlinks in
it and a menu bar of instructional options the user can select, e.g., “Goodbye, information
found,” “Goodbye, give up,” “Mark this page as interesting,” and “Send email if this page is

updated,” as shown below:
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e Options  Navigate  Annofate Documerits Help

Title: | 1LPNet g
. . DRL: : i , ing.cs. . : i-bi -
1nstruct10nal |h‘t‘tp Aithistle Tearning. cs. cmu. edu: 8080 /cai-bin/nph-supse

options n
. i Goodbye, information found.
Goodbye, give up.

) et WK his poge as inferesting. 1 1INk suggested
—4 Send email If this page is updated.

o coring soont

Welcome to ILPNET

ILPNET is the Inductive Logic Programming European Scientific Network, financially
supported by the CEC Action for the Cooperation in Science and Technology with
Central and Eastern European Countries (FECC 82), [LPNET gathers 19 leading
European institutions involved in Inductive Logic Programming (ILF) research, ILF is a
research areaof artificial intelligence in the intersection of inductive machine learning
and computational logic,

# instructions for using the WWW ILPNET support,
# g brochure describing each ILFNET partner,
# issues of the ILP Newsletter,

# minutes of ILFNET management board meetings (with restricted access, for
hyperhnk ILFNET members only),
Lo . @ [LPNET mailing list and the mailing list for [LF Newsletter distribution (with
ininstructional restricted access, for ILPNET members only),

: # [L P-related PhD thesis abstracts (not yet available),
OpthIlS arc ) and ILP-related books, 7
displayed on ® lists o EfHpublicationsEREH,
. # lizgts of [LF datasets,
VICWCd Webpage # lists of ILF syatems,

1 * 1

# calendar/call for papers of [LP-related events,

# forms for cost claims, needed for preparing cost statements,
; b b

o L DRI, )

http:ifthistle.learning.cs.cmu.edu:8080/cgi-bin/nph—supertest.plfiD=128.2.209.145._5020&FR
Back| | Hurnel Reluadl Open‘..l Save As‘..| Clone| Mew Winduwl Close Windowl

If the user identifies the selected webpage as being of interest, the system will display it
along with another list of hyperlinks to webpages the system determines to be related, as shown

in Figure 5, reproduced below.
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File  Options  Navigate Annotale  Documenis

Title: [ 1Lpnet
URL: | http://pansy.learning.cs. cmu.edu: 8080/cgi-bin/nph-menubar. p’

Related pages
new list of
o fip.llics wci. edulpublmachine— learning —programs/FOCL— 1 -2 -3 tar Z (. 354) SuggeSted
o fipllics wci edilpubimachine— learning —programs!FOCL-1-2-3.cpt.hgx (3540) 3
o fipflics wel ediipubimachine— learning —programs!FOCL—1 -2 -3 —manual hgx (254) hyperllnks added
® MLnet The European netwiork of excellence in Machine . The .., (354) .
o Fip il gmiddel MachineLearning/ LPipublic] {.354) to the viewed
® Index of pub Index of pub, Name Last modified Size Parent . (354) b
® UEUC.AIWWY Library This pege uses imagemeps all text and ... (298) webpage
. it Goodoye, infarmation found.
ek Goodye, ghve Up. e
"} ek Wlrk this page cs inferesting, 1 link suggested

—i Send emnail if this page s updated.

mare coming soon!

Welcome to ILPNET

ILPNET is the Inductive Logic Programming European Scientific Network, financially
supported by the CEC' Action for the Cooperation in Science and Technology with Clentral
and Eastern European Countries (PECO 52). ILPNET gathers 19 leading European
institutions involved in Inductive Logic Programming (ILP) research. ILP is aresearch area
of artificial intelligence in the intersection of inductive machine learning and computational
logic.

* instructions for using the WWW ILFNET support,
A_abrochure describing cach JLENET. nactoer,

:</|{Home| | Reload|i Open..| Save As.|iClone| Mew Window]i Close Window|

Thus, Joachims discloses the invention claimed in at least independent claims 20 and 63

(concept 1) of the ‘507 patent.

F. PATENT OWNER ADMISSIONS*

The ‘507 patent includes admissions that the use of relevance feedback methods to
compare text was well known in the art. See, e.g., the ‘507 patent at 28:55-29:3 (“The use of
relevance feedback to determine the similarity between two text segments is well-known, and is
described in more detail in [the prior art]. Relevance feedback is also described in detail in [the
prior art]”). Notably, the ‘507 patent states (emphasis added) at 28:36-38, that “[t]he degree of

similarity can be determined using any appropriate method, such as, for example, relevance

feedback.” In other words, the ‘507 patent itself makes clear that there is nothing particularly

significant or important — in terms of imparting patentability (either novelty or nonobviousness)

* Patent Owner admissions can be combined with prior art patents and printed publications. MPEP § 2217(TII).

26



to a claim — about using relevance feedback to determine similarity, and it is just one of multiple
techniques that could be used.

The 507 patent also includes admissions that data acquired from news sources must be
digital to process it: “As will be apparent from the description below, the processing of the data
representing the primary and secondary information generally requires that the data be in digital
form. Text data acquired from online text sources, for example, is acquired in digital form and
so can be used directly in such processing.” See, e.g., the ‘507 patent at 12:3-8.

The Patent Owner has also made contentions about how broad terms of the ‘507 patent
should be construed in its contentions for infringement. In particular, the Patent Owner has
contended that static images constitute “audiovisual” information. This contention is
exemplified in OTH-B in a comparison of a static image with the claims of the ‘507 patent where
the Patent Owner has identified a static image (with arrows) as meeting ‘“audiovisual”

information as recited by claims of the ‘507 patent:

/t//?'/;&. i
2

P

s,
iy,

o

OTH-B, Infringement Contentions at p. 18

G. MASAND
Masand was published June 1992, thus it qualifies as prior art under 35 U.S.C. § 102(b).

Masand pertains to the categorization technique recited in independent claims 39 and 82,

and their various dependent claims. In particular, Masand discloses a technique for
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automatically categorizing a newly acquired news story by comparing it to previously
categorized stories, and assigning categories to the newly acquired story based on the categories
of the previously categorized stories determined to be most similar to the newly acquired story.
See p. 59. Specifically, Masand disclosed a technique for comparing newly acquired stories to
the Dow Jones Press Release News Wire’s database of previously categorized stories.
Documents were categorized using about 350 distinct codes, grouped into six categories
(Industry, Market Sector, Product, Subject, Government Agency, and Region).

Masand teaches the use of Memory Based Reasoning (MBR) to classify (i.e., categorize)
new, unseen news stories. See Abstract. MBR solves a new task (i.e., classifying a new story)
by looking up examples of tas