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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

ORACLE AMERICA, INC. )
o ) MISCELLANEOUS ACTION
Plaintiff, )
) SUBPOENA IN A CIVIL CASE
)
vs. )  Case No.
)
GOOGLE INC. ) Pr_inc.ipal case _pend_ing ip !\Iorth_ern
) District of California, Civil Action No.
Defendant. ) 3:10-cv-03561-WHA

ORACLE’S MEMORANDUM IN SUPPORT OF MOTION
TO COMPEL THE DEPOSITION OF MOTOROLA

Oracle America, Inc. (“Oracle”) respectfully moves this Court for an order compelling
Motorola Mobility, Inc. (“Motorola”) to provide a witness in response to Oracle’s 30(b)(6)
deposition subpoena. Motorola is a third-party to the lawsuit between Oracle and Google Inc.
(“Google™) pending in the U.S. District Court for the Northern District of California. Oracle has
asserted copyright and patent infringement claims against Google based on the inclusion of
Oracle’s Java technology in Google’s Android software platform for mobile devices. Motorola
is a manufacturer of Android devices containing software and features relevant to Oracle’s
claims against Google. Oracle seeks testimony from Motorola regarding the software installed
on its Android devices and the tools Motorola uses to develop applications for the Android
software platform.

Oracle has made a good faith effort to meet and confer before bringing this motion, as set
forth in the Declaration of Roman Swoopes, filed herewith (*Swoopes Decl.”). Despite Oracle’s
repeated attempts to schedule a 30(b)(6) deposition, Motorola has not provided any dates for the

deposition to proceed.
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Because the fact discovery cutoff in this case is August 15, 2011, Oracle respectfully asks
the Court to expedite the ruling on the instant motion and to order Motorola to provide dates for
the deposition on or before August 15.

l. FACTUAL BACKGROUND

On August 12, 2010, Oracle sued Google for infringement of Oracle’s copyrights on its
Java platform and on seven Java-related patents. (Swoopes Decl. Ex. 1.) The Java platform is a
bundle of programs, specifications, reference implementations, and developer tools and
resources that allow a user to deploy applications written in the Java programming language on
servers, desktops, mobile phones, and other devices. Google has developed the Android
operating system and platform for mobile devices, relying heavily on Java technology but
without licensing Java intellectual property. Google actively distributes Android and promotes
its use by manufacturers of mobile devices and application developers.

Motorola is one such manufacturer of Android devices. Motorola manufactures and sells
mobile devices installed with Android software. Examples of Motorola Android devices include
the Atrix 4G, Cliq, Cliq 2, Droid 2, Droid Pro, Droid X, Droid, Bravo, Flipside, Citrus, Defy,
Charm, Backflip, Devour, and Xoom. Oracle seeks to depose Motorola to confirm that the
Android software is installed on Motorola’s Android devices and to determine if any changes
have been made to the software. Oracle further seeks to confirm that Motorola uses the accused
technology in developing applications for Android.

1. PROCEDURAL POSTURE

Motorola became aware of the underlying case at least by April 12, 2011, when Oracle
served a subpoena on Motorola to produce Android-related documents and communications.
(Swoopes Decl. Ex. 2.) Motorola served objections to the document subpoena on May 12, 2011,
but did not produce any documents at that time. (Swoopes Decl. { 4.) After providing several
verbal assurances that documents would be forthcoming, on June 15, 2011, Motorola finally
produced what appeared to be a log of changes that have been made to its copy of Android

software. (Id. §5.) The log is the only technical document Motorola has produced to date. (1d.)
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The log alone is insufficient to tell whether the referenced software has been incorporated into

any Motorola Android devices or to determine the origin of the referenced software. (1d. §7.)
On July 14, 2011, Oracle served a subpoena on Motorola to produce a witness to testify

on two topics under Federal Rule of Civil Procedure 30(b)(6). (Swoopes Decl. Ex. 3.) Oracle’s

30(b)(6) deposition notice specified the following topics:

Topic 1. Each package and source code file Motorola retrieves
from http://android.git.kernel.org for loading, installation, or
execution on Motorola Android Devices, and any changes
Motorola makes to those packages and source code files.

Topic 2: The extent to which Motorola uses the Android dx tool,
and whether Motorola has made any modifications to that tool.

(Id.) Topic 1 concerns any modifications Motorola has made to the Android packages and
source code files that Google distributes to Motorola and others via the web site
http://android.git.kernel.org. Topic 2 concerns the “Android dx tool,” which is one of the
accused Android functionalities in the underlying case.

On July 14, 2011, Oracle proposed that the deposition take place on July 27, 28, or 29,
2011. (Swoopes Decl. §12.) Motorola promised to check the witnesses’ availability but did not
return with a date. (Id.) Having not received a date, Oracle again asked Motorola to provide a
date for the deposition. (Id. § 13.) Motorola did not respond. (1d.) On July 24, 2011, Oracle
proposed that Motorola be deposed during the first week of August. (Id. § 14.) On July 28,
2011, Motorola responded that scheduling a deposition in July and August would be difficult due
to conflicts with other pending litigation matters and personal plans of the witnesses. (Id. {15.)
On the same day, Motorola served its objections and responses to Oracle’s deposition subpoena.
(1d.)

On August 2, 2011, Oracle informed Motorola that Oracle would be forced to file a
motion to compel deposition by August 5, 2011, which is the last date for filing discovery
motions in the underlying case. As of the filing of this motion, Motorola has not proposed any

dates for the deposition.
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1.  ARGUMENT

“A party has a general right to compel any person to appear at a deposition, through
issuance of a subpoena if necessary.” CSC Holdings, Inc. v. Redisi, 309 F.3d 988, 993 (7th Cir.
2002) (citing Fed. R. Civ. P. 30(a)). In considering a motion to compel, a district court “must
evaluate such factors as timeliness, good cause, utility, and materiality.” Id. (citing Farmer v.
Brennan, 81 F.3d 1444, 1449 (7th Cir. 1996)).

The Court should compel Motorola to produce a witness to testify on the two 30(b)(6)
deposition topics. Motorola’s deposition is highly relevant to the underlying case because it will
shed light on the material issue of whether Motorola’s Android devices include the accused
functionalities. The log is insufficient for this purpose because it does not explain whether the
changes are related to the accused functionalities or were incorporated into any Motorola
Android devices. Also, deposition is necessary to determine if Motorola uses the accused
technology in developing applications for Android, because Motorola has not produced any
documents regarding its internal application development. Oracle’s 30(b)(6) topics are very
narrowly tailored to address the Android software installed on Motorola’s Android devices and
Motorola’s Android application development. Motorola has offered no good excuse for its
refusal to provide a witness in response to Oracle’s proper subpoena. Despite Oracle’s diligent
efforts to schedule the 30(b)(6) deposition since it served the subpoena on July 13, 2011, and its
willingness to be flexible about the date, Motorola has simply stonewalled, citing scheduling
conflicts. The fact that potential Motorola witnesses have scheduling conflicts cannot shield it
from producing a 30(b)(6) witness. See New Medium Techs. LLC v. Barco N.V., 242 F.R.D. 460,
469 (N.D. Ill. 2007) (“[T]he fact that an executive has a busy schedule cannot shield him or her
from being deposed.”) (citations omitted). Given the approaching close of fact discovery, this
Court should require Motorola to produce its 30(b)(6) witness without any further delay.

IV. CONCLUSION
For the foregoing reasons, Oracle respectfully asks the Court to grant Oracle’s motion to

compel the deposition of Motorola, to be scheduled on or before August 15, 2011.
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Pursuant to Local Rule 37.2, Oracle verifies that it has consulted with Motorola by
telephone and email, and has made good faith attempts to resolve this matter with Motorola but

was unable to do so.
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Dated: August5, 2011 Respectfully submitted,

ORACLE AMERICA, INC.

/s/ Todd H. quminq MORRISON & FOERSTER LLP

Todd H. Flaming MICHAEL A. JACOBS
mjacobs@mofo.com
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DANIEL P. MUINO 333 Main Street
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ORACLE CORPORATION

DORIAN DALEY
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MATTHEW M. SARBORARIA
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Attorneys for Plaintiff
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CERTIFICATE OF SERVICE

I, Todd H. Flaming, an attorney, certify that I caused a copy of the attached
Memorandum in Support to be served, this 5th day of August, 2011 upon the

following parties as set forth below:

MOTOROLA MOBILITY, INC.
c/o CT Corporation System
208 S. LaSalle Street

Suite 814

Chicago, Illinois 60604

(by process server)

GOOGLE INC.

(all counsel by email)
Robert F. Perry

Scott T. Weingaertner
Bruce W. Baber

Mark H. Francis
Christopher C. Carnaval
KING & SPALDING LLP
1185 Avenue of the Americas
New York, NY 10036-4003
RPerry@kslaw.com
SWeingaertner@kslaw.com
bbaber@kslaw.com
mfrancis@kslaw.com
ccarnaval@kslaw.com

Google-Oracle-Service-
OutsideCounsel@kslaw.com
Fax: 212.556.2222

Donald F. Zimmer, Jr.

Cheryl Z. Sabnis

KING & SPALDING LLP

101 Second Street, Suite 2300
San Francisco, CA 94105
fzimmer@Xkslaw.com
csabnis@kslaw.com

Fax: 415.318.1300

Timothy T. Scott

Geoffrey M. Ezgar

Leo Spooner III

KING & SPALDING, LLP

333 Twin Dolphin Drive, Suite 400
Redwood Shores, CA 94065
TScott@kslaw.com
GEzgar@kslaw.com
LSpooner@kslaw.com

Fax: 650.590.1900

Steven Snyder

KING & SPALDING LLP

100 N. Tryon Street, Suite 3900
Charlotte, NC 28202
ssnyder@kslaw.com

Fax: 704.503.2622

Brian Banner

King & Spalding LLP
401 Congress Avenue
Suite 3200

Austin, TX 78701
bbanner@kslaw.com
Fax. 512.457.2100
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Ian C. Ballon

Heather Meeker

GREENBERG TRAURIG LLP

1900 University Avenue, 5% Floor
East Palo Alto, CA 94303
ballon@gtlaw.com
meekerh@gtlaw.com

Fax: 650.328.8508

Valerie W. Ho

GREENBERG TRAURIG LLP

2450 Colorado Avenue, Suite 400E
Santa Monica, CA 90404
hov@gtlaw.com

Fax: 310.586.7800

Renny F. Hwang

GOOGLE INC.

1600 Amphitheatre Parkway
Mountain View, CA 94043
rennyhwang@google.com
Fax: 650.618.1806

Joseph R. Wetzel

Dana K. Powers

GREENBERG TRAURIG, LLP
153 Townsend Street, 8th Floor
San Francisco, CA 94107
wetzelj@gtlaw.com
powersdk@gtlaw.com

Fax: 415.707.2010

Robert A. Van Nest
Christa M. Anderson
Michael S. Kwun

Daniel Purcell

Eugene M. Paige
Matthias A. Kamber
KEKER & VAN NEST LLP
633 Battery Street

San Francisco, CA 94111-1809
rvannest@kvn.com
canderson@kvn.com
mkwun@kvn.com
dpurcell@kvn.com
epaige@kvn.com
mkamber@kvn.com
dalvik-kvn@kvn.com
Fax: 415.397.7188

/s/ Todd H. Flaming

Todd H. Flaming
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

ORACLE AMERICA, INC. )
o ) MISCELLANEOUS ACTION
Plaintiff, )
) SUBPOENA IN A CIVIL CASE
)
vs. )  Case No.
)
GOOGLE INC. ) Principal case _pend_ing ip !\Iorth_ern
) District of California, Civil Action No.
Defendant. ) 3:10-cv-03561-WHA

DECLARATION OF ROMAN A. SWOOPES IN SUPPORT OF MOTION
TO COMPEL THE DEPOSITION OF MOTOROLA

I, Roman A. Swoopes, do declare as follows:

I am an associate in the law firm of Morrison & Foerster LLP, counsel of record for
Oracle America, Inc. (“Oracle”) in Oracle America, Inc. v. Google, Inc., No. 3:10-CV-03561-
WHA, pending in the U.S. District Court for the Northern District of California. | have personal
knowledge of all the facts contained herein and, if called to testify, could and would competently
testify thereto.

1. On August 12, 2010, Oracle sued Google, Inc. (“Google”) for infringement of
Oracle’s copyrights on its Java platform and on seven Java-related patents. Oracle has asserted
copyright and patent infringement claims against Google based on the inclusion of Oracle’s Java
technology in Google’s Android software platform for mobile devices.

2. Motorola Mobility, Inc. (“Motorola”) is a manufacturer of Android devices
containing software and features relevant to Oracle’s claims against Google.

3. On April 12, 2011, Oracle served a subpoena on Motorola requesting the
production of Android-related documents and communications. The document subpoena is

attached hereto as Exhibit 2.
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4, Motorola served objections to the document subpoena on May 12, 2011 but did
not produce any documents at that time. Motorola’s response indicated that it would produce
documents responsive to only a subset of Oracle’s 19 requests for production.

5. After providing several verbal assurances that documents would be forthcoming,
on June 15, 2011, Motorola’s counsel produced a single document that appeared to be a log of
changes that have been made to some undefined set of Motorola’s Android software. The log is
the only technical document that Motorola has produced to date.

6. The log, on its own, did not provide sufficient detail to determine whether the
referenced software has been incorporated into any Motorola Android devices, as described in
Oracle’s request for production no. 4.

7. The log, on its own, did not provide sufficient detail to determine the origin of the

referenced software—whether from http://android.qgit.kernel.org, as described in Oracle’s request

for production no. 4, or from another source.

8. The log, on its own, did not provide sufficient detail to identify the changes that
Motorola made at the package or file level, as described in Oracle’s request for production no. 4.
9. Motorola subsequently supplemented its production with a set of business

documents that my office received on June 20, 2011. Neither the June 15 production nor the
June 20 production purported to respond to Oracle’s request for production no. 10, which covers
Motorola’s use of the Android “dx” tool.

10.  OnJuly 6, 2011, I contacted Motorola’s counsel, Jamie Beaber, seeking
clarification of the spreadsheet produced on June 15. While counsel indicated that he would
investigate, Oracle received no substantive response to its questions.

11. On July 14, 2011, Oracle served a subpoena on Motorola to produce a witness to
testify on two topics under the Federal Rule of Civil Procedure 30(b)(6). Oracle seeks to depose
Motorola regarding the software installed on its Android devices and the tools Motorola uses to

develop applications for the Android software platform.
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12.  OnJuly 14, 2011, | proposed to Motorola’s counsel that the deposition could take
place on July 27, 28, or 29, 2011. Motorola’s counsel promised to check witness availability but
did not return with a date.

13. On July 19, 2011, | followed up with Mr. Beaber to inquire whether any of the
proposed dates would work for Motorola. Motorola did not respond to this inquiry.

14, On July 24, 2011, | proposed that Motorola be deposed during the first week of
August.

15.  OnJuly 28, 2011, Mr. Beaber responded that scheduling a deposition in July and
August would be difficult due to conflicts with other pending litigation matters and personal
plans of the witnesses. On the same day, Motorola served its objections and responses to
Oracle’s deposition subpoena. Motorola did not propose any dates for the deposition.

16.  The close of fact discovery in Oracle America, Inc. v. Google, Inc., No. 3:10-CV-
03561-WHA (N.D. Cal.) is August 15, 2011.

17.  Attached hereto as Exhibit 1 is a true and correct copy of Complaint for Patent
and Copyright Infringement, which was filed on August 12, 2010.

18.  Attached hereto as Exhibit 2 is a true and correct copy of Subpoena to Produce
Documents, Information, or Objects or to Permit Inspection of Premises in a Civil Action, which
was served on Motorola on April 12, 2011.

19.  Attached hereto as Exhibit 3 is a true and correct copy of Subpoena to Testify at a

Deposition in a Civil Action, which was served on Motorola on July 14, 2011.

| declare under penalty of perjury that to the best of my knowledge the foregoing is true

and correct. Executed on August 5, 2011, in Palo Alto, California.

Signature

%M &, j{%

Roman A. Swoopes
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Attorneys for Plaintiff
ORACLE AMERICA, INC.
UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
Y : v ,
' V10-03561
ORACLE AMERICA, INC. Case No.

Plaintiff, COMPLAINT FOR PATENT AND
COPYRIGHT INFRINGEMENT

V.
DEMAND FOR JURY TRIAL

GOOGLE, INC.

Defendant.

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL
CASE NO.
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Plaintiff Oracle America, Inc., by and through its attorneys, alleges as follows:
PARTIES

1. Oracle America, Inc. (“Oracle America”) is a corporation organized under the laws
of the State of Delaware with its principal place of business at 500 Oracle Parkway, Redwood
City, California 94065. Oracle America does business in the Northern District of California.

2. Upon information and belief, Defendant Google, Inc. (“Google”) is a corporation
organized under the laws of the State of Delaware with its principal place of business at 1600
Amphitheatre Parkway, Mountain View, California 94043. Google does business in the Northern
District of California.

JURISDICTION AND VENUE

3. Thisis an action for patent and copyright infringement arising under the patent and
copyright laws of the United States, Titles 35 and 17, United States Code. Jurisdiction as to these
claims is conferred on this Court by 28 U.S.C. 8§88 1331 and 1338(a).

4. Venue is proper in the Northern District of California under 28 U.S.C. 88 1391 and
1400(b).

5. This Court has personal jurisdiction over Google. Google has conducted and does
conduct business within the State of California and within this judicial district.

6. Google, directly or through intermediaries, makes, distributes, offers for sale or
license, sells or licenses, and advertises its products and services in the United States, the State of
California, and the Northern District of California.

INTRADISTRICT ASSIGNMENT

7. Thisis an Intellectual Property Action to be assigned on a district-wide basis
pursuant to Civil Local Rule 3-2(c).
BACKGROUND

8. Oracle Corporation (“Oracle”) is one of the world’s leading technology companies,
providing complete, open, and integrated business software and hardware systems. On January

27, 2010, Oracle acquired Sun Microsystems, Inc. (“Sun”). Sun is now Oracle America, a

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 1
CASE NO.
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subsidiary of Oracle. Oracle America continues to hold all of Sun’s interest, rights, and title to
the patents and copyrights at issue in this litigation.

9. One of the most important technologies Oracle acquired with Sun was the Java
platform. The Java platform, which includes code and other documentation and materials, was
developed by Sun and first released in 1995. The Java platform is a bundle of related programs,
specifications, reference implementations, and developer tools and resources that allow a user to
deploy applications written in the Java programming language on servers, desktops, mobile
devices, and other devices. The Java platform is especially useful in that it insulates applications
from dependencies on particular processors or operating systems. To date, the Java platform has
attracted more than 6.5 million software developers. It is used in every major industry segment
and has a ubiquitous presence in a wide range of computers, networks, and devices, including
cellular telephones and other mobile devices. Sun’s development of the Java platform resulted in
many computing innovations and the issuance to Sun of a substantial number of important
patents.

10. Oracle America is the owner by assignment of United States Patents
Nos. 6,125,447; 6,192,476; 5,966,702; 7,426,720; RE38,104; 6,910,205; and 6,061,520,
originally issued to Sun. True and correct copies of the patents at issue in this litigation are
included as Exhibits A-G.

11. Oracle America owns copyrights in the code, documentation, specifications,
libraries, and other materials that comprise the Java platform. Oracle America’s Java-related
copyrights are registered with the United States Copyright Office, including those attached as
Exhibit H.

12.  Google’s Android competes with Oracle America’s Java as an operating system
software platform for cellular telephones and other mobile devices. The Android operating
system software “stack” consists of Java applications running on a Java-based object-oriented
application framework, and core libraries running on a “Dalvik” virtual machine (VM) that

features just-in-time (JIT) compilation. Google actively distributes Android (including without

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 2
CASE NO.
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limitation the Dalvik VM and the Android software development Kkit) and promotes its use by
manufacturers of products and applications.

13.  Android (including without limitation the Dalvik VM and the Android software
development kit) and devices that operate Android infringe one or more claims of each of United
States Patents Nos. 6,125,447; 6,192,476; 5,966,702; 7,426,720; RE38,104; 6,910,205; and
6,061,520.

14. Oninformation and belief, Google has been aware of Sun’s patent portfolio,
including the patents at issue, since the middle of this decade, when Google hired certain former
Sun Java engineers.

15.  On information and belief, Google has purposefully, actively, and voluntarily
distributed Android and related applications, devices, platforms, and services with the expectation
that they will be purchased, used, or licensed by consumers in the Northern District of California.
Android has been and continues to be purchased, used, and licensed by consumers in the Northern
District of California. Google has thus committed acts of patent infringement within the State of
California and, particularly, within the Northern District of California. By purposefully and
voluntarily distributing one or more of its infringing products and services, Google has injured
Oracle America and is thus liable to Oracle America for infringement of the patents at issue in
this litigation pursuant to 35 U.S.C. § 271.

COUNT |

(Infringement of the 447 Patent)

16. Oracle America hereby restates and realleges the allegations set forth in paragraphs
1 through 15 above and incorporates them by reference.

17.  On September, 26, 2000, United States Patent No. 6,125,447, (“the '447 patent™)
entitled “Protection Domains To Provide Security In A Computer System” was duly and legally
issued to Sun by the United States Patent and Trademark Office. Oracle America is the owner of
the entire right, title, and interest in and to the '447 patent. A true and correct copy of the '447

patent is attached as Exhibit A to this Complaint.
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18. Google actively and knowingly has infringed and is infringing the '447 patent with
knowledge of Oracle America’s patent rights and without reasonable basis for believing that
Google’s conduct is lawful. Google has also induced and contributed to the infringement of the
‘447 patent by purchasers, licensees, and users of Android, and is continuing to induce and
contribute to the infringement of the '447 patent by purchasers, licensees, and users of Android.
Google’s acts of infringement have been and continue to be willful, deliberate, and in reckless
disregard of Oracle America’s patent rights. Google is thus liable to Oracle America for
infringement of the '447 patent pursuant to 35 U.S.C. § 271.

COUNT Il

(Infringement of the 476 Patent)

19. Oracle America hereby restates and realleges the allegations set forth in paragraphs
1 through 15 above and incorporates them by reference.

20.  On February 20, 2000, United States Patent No. 6,192,476, (“the '476 patent”)
entitled “Controlling Access To A Resource” was duly and legally issued to Sun by the United
States Patent and Trademark Office. Oracle America is the owner of the entire right, title, and
interest in and to the '476 patent. A true and correct copy of the '476 patent is attached as Exhibit
B to this Complaint.

21. Google actively and knowingly has infringed and is infringing the '476 patent with
knowledge of Oracle America’s patent rights and without reasonable basis for believing that
Google’s conduct is lawful. Google has also induced and contributed to the infringement of the
'A76 patent by purchasers, licensees, and users of Android, and is continuing to induce and
contribute to the infringement of the '476 patent by purchasers, licensees, and users of Android.
Google’s acts of infringement have been and continue to be willful, deliberate, and in reckless
disregard of Oracle America’s patent rights. Google is thus liable to Oracle America for

infringement of the '476 patent pursuant to 35 U.S.C. § 271.

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 4
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COUNT 11

(Infringement of the 702 Patent)

22. Oracle America hereby restates and realleges the allegations set forth in paragraphs
1 through 15 above and incorporates them by reference.

23.  On October 12, 1999, United States Patent No. 5,966,702, (“the '702 patent™)
entitled “Method And Apparatus For Preprocessing And Packaging Class Files” was duly and
legally issued to Sun by the United States Patent and Trademark Office. Oracle America is the
owner of the entire right, title, and interest in and to the '702 patent. A true and correct copy of
the '702 patent is attached as Exhibit C to this Complaint.

24. Google actively and knowingly has infringed and is infringing the '702 patent with
knowledge of Oracle America’s patent rights and without reasonable basis for believing that
Google’s conduct is lawful. Google has also induced and contributed to the infringement of the
702 patent by purchasers, licensees, and users of Android, and is continuing to induce and
contribute to the infringement of the '702 patent by purchasers, licensees, and users of Android.
Google’s acts of infringement have been and continue to be willful, deliberate, and in reckless
disregard of Oracle America’s patent rights. Google is thus liable to Oracle America for
infringement of the 702 patent pursuant to 35 U.S.C. § 271.

COUNT IV

(Infringement of the *720 Patent)

25. Oracle America hereby restates and realleges the allegations set forth in paragraphs
1 through 15 above and incorporates them by reference.

26. On September 16, 2008, United States Patent No. 7,426,720, (“the '720 patent”)
entitled “System And Method For Dynamic Preloading Of Classes Through Memory Space
Cloning Of A Master Runtime System Process” was duly and legally issued to Sun by the United
States Patent and Trademark Office. Oracle America is the owner of the entire right, title, and
interest in and to the '720 patent. A true and correct copy of the 720 patent is attached as Exhibit

D to this Complaint.

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 5
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27. Google actively and knowingly has infringed and is infringing the 720 patent with
knowledge of Oracle America’s patent rights and without reasonable basis for believing that
Google’s conduct is lawful. Google has also induced and contributed to the infringement of the
720 patent by purchasers, licensees, and users of Android, and is continuing to induce and
contribute to the infringement of the '720 patent by purchasers, licensees, and users of Android.
Google’s acts of infringement have been and continue to be willful, deliberate, and in reckless
disregard of Oracle America’s patent rights. Google is thus liable to Oracle America for
infringement of the '720 patent pursuant to 35 U.S.C. § 271.

COUNT V

(Infringement of the 104 Patent)

28. Oracle America hereby restates and realleges the allegations set forth in paragraphs
1 through 15 above and incorporates them by reference.

29. On April 29, 2003, United States Patent No. RE38,104, (“the '104 patent”) entitled
“Method And Apparatus For Resolving Data References In Generate Code” was duly and legally
issued to Sun by the United States Patent and Trademark Office. Oracle America is the owner of
the entire right, title, and interest in and to the '104 patent. A true and correct copy of the '104
patent is attached as Exhibit E to this Complaint.

30. Google actively and knowingly has infringed and is infringing the '104 patent with
knowledge of Oracle America’s patent rights and without reasonable basis for believing that
Google’s conduct is lawful. Google has also induced and contributed to the infringement of the
'104 patent by purchasers, licensees, and users of Android, and is continuing to induce and
contribute to the infringement of the '104 patent by purchasers, licensees, and users of Android.
Google’s acts of infringement have been and continue to be willful, deliberate, and in reckless
disregard of Oracle America’s patent rights. Google is thus liable to Oracle America for

infringement of the '104 patent pursuant to 35 U.S.C. § 271.

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 6
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COUNT VI

(Infringement of the 205 Patent)

31. Oracle America hereby restates and realleges the allegations set forth in paragraphs
1 through 15 above and incorporates them by reference.

32. OnJune 21, 2005, United States Patent No. 6,910,205, (“the '205 patent™) entitled
“Interpreting Functions Utilizing A Hybrid Of Virtual And Native Machine Instructions” was
duly and legally issued to Sun by the United States Patent and Trademark Office. Oracle
America is the owner of the entire right, title, and interest in and to the ‘205 patent. A true and
correct copy of the '205 patent is attached as Exhibit F to this Complaint.

33.  Google actively and knowingly has infringed and is infringing the '205 patent with
knowledge of Oracle America’s patent rights and without reasonable basis for believing that
Google’s conduct is lawful. Google has also induced and contributed to the infringement of the
'205 patent by purchasers, licensees, and users of Android, and is continuing to induce and
contribute to the infringement of the '205 patent by purchasers, licensees, and users of Android.
Google’s acts of infringement have been and continue to be willful, deliberate, and in reckless
disregard of Oracle America’s patent rights. Google is thus liable to Oracle America for
infringement of the '205 patent pursuant to 35 U.S.C. § 271.

COUNT VII

(Infringement of the ’520 Patent)

34. Oracle America hereby restates and realleges the allegations set forth in paragraphs
1 through 15 above and incorporates them by reference.

35. On May 9, 2000, United States Patent No. 6,061,520, (“the '520 patent™) entitled
“Method And System for Performing Static Initialization” was duly and legally issued to Sun by
the United States Patent and Trademark Office. Oracle America is the owner of the entire right,
title, and interest in and to the '520 patent. A true and correct copy of the '520 patent is attached
as Exhibit G to this Complaint.

36. Google actively and knowingly has infringed and is infringing the '520 patent with

knowledge of Oracle America’s patent rights and without reasonable basis for believing that

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 7
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Google’s conduct is lawful. Google has also induced and contributed to the infringement of the
'520 patent by purchasers, licensees, and users of Android, and is continuing to induce and
contribute to the infringement of the '520 patent by purchasers, licensees, and users of Android.
Google’s acts of infringement have been and continue to be willful, deliberate, and in reckless
disregard of Oracle America’s patent rights. Google is thus liable to Oracle America for
infringement of the '520 patent pursuant to 35 U.S.C. § 271.

COUNT VIl

(Copyright Infringement)

37. Oracle America hereby restates and realleges the allegations set forth in paragraphs
1 through 15 above and incorporates them by reference.

38. The Java platform contains a substantial amount of original material (including
without limitation code, specifications, documentation and other materials) that is copyrightable
subject matter under the Copyright Act, 17 U.S.C. § 101 et seq.

39. Without consent, authorization, approval, or license, Google knowingly, willingly,
and unlawfully copied, prepared, published, and distributed Oracle America’s copyrighted work,
portions thereof, or derivative works and continues to do so. Google’s Android infringes Oracle
America’s copyrights in Java and Google is not licensed to do so.

40. On information and belief, users of Android, including device manufacturers, must
obtain and use copyrightable portions of the Java platform or works derived therefrom to
manufacture and use functioning Android devices. Such use is not licensed. Google has thus
induced, caused, and materially contributed to the infringing acts of others by encouraging,
inducing, allowing and assisting others to use, copy, and distribute Oracle America’s
copyrightable works, and works derived therefrom.

41. On information and belief, Google’s direct and induced infringements are and have
been knowing and willful.

42. By this unlawful copying, use, and distribution, Google has violated Oracle

America’s exclusive rights under 17 U.S.C. § 106.

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 8
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43. Google has realized unjust profits, gains and advantages as a proximate result of its
infringement.

44.  Google will continue to realize unjust profits, gains and advantages as a proximate
result of its infringement as long as such infringement is permitted to continue.

45.  Oracle America is entitled to an injunction restraining Google from engaging in any
further such acts in violation of the United States copyright laws. Unless Google is enjoined and
prohibited from infringing Oracle America’s copyrights, inducing others to infringe Oracle
America’s copyrights, and unless all infringing products and advertising materials are seized,
Google will continue to intentionally infringe and induce infringement of Oracle America’s
registered copyrights.

46. Asadirect and proximate result of Google’s direct and indirect willful copyright
infringement, Oracle America has suffered, and will continue to suffer, monetary loss to its
business, reputation, and goodwill. Oracle America is entitled to recover from Google, in
amounts to be determined at trial, the damages sustained and will sustain, and any gains, profits,
and advantages obtained by Google as a result of Google’s acts of infringement and Google’s use
and publication of the copied materials.

PRAYER FOR RELIEF

WHEREFORE, Oracle America prays for judgment as follows:

A. Entry of judgment holding Google liable for infringement of the patents and
copyrights at issue in this litigation;

B. An order permanently enjoining Google, its officers, agents, servants, employees,
attorneys and affiliated companies, its assigns and successors in interest, and those persons in
active concert or participation with it, from continued acts of infringement of the patents and
copyrights at issue in this litigation;

C. An order that all copies made or used in violation of Oracle America’s copyrights,
and all means by which such copies may be reproduced, be impounded and destroyed or
otherwise reasonably disposed of;

D. An order awarding Oracle America statutory damages and damages according to

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 9
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proof resulting from Google’s infringement of the patents and copyrights at issue in this litigation,
together with prejudgment and post-judgment interest;

E. Trebling of damages under 35 U.S.C. § 284 in view of the willful and deliberate
nature of Google’s infringement of the patents at issue in this litigation;

F. An order awarding Oracle America its costs and attorney’s fees under 35 U.S.C.
§285and 17 U.S.C. § 505; and

G. Any and all other legal and equitable relief as may be available under law and

which the court may deem proper.

DEMAND FOR A JURY TRIAL

Oracle America demands a jury trial for all issues so triable.

COMPLAINT FOR PATENT AND COPYRIGHT INFRINGEMENT AND DEMAND FOR JURY TRIAL 10
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Dated: August 12, 2010
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AO 88B (Rev. 06/09) Subpoena to Produce Documents, Information, or Objects or to Permit Inspection of Premises in a Civil Action

UNITED STATES DISTRICT COURT

for the
Northern District of Illinois

Oracle America, Inc., )
Plaintiff )
v. ) Civil Action No. 3:10-cv-03561-WHA

)

Google, Inc., ) (If the action is pending in another district, state where:

Defendant ) Northern District of California)
SUBPOENA TO PRODUCE DOCUMENTS, INFORMATION, OR OBJECTS
OR TO PERMIT INSPECTION OF PREMISES IN A CIVIL ACTION
To:

Motorola Mobility, Inc.

600 North U.S. Highway 45, Libertyville, IL. 60048

X Production: YOU ARE COMMANDED to produce at the time, date, and place set forth below the following
documents, electronically stored information, or objects, and permit their inspection, copying, testing, or sampling of the
material:
See attached Schedule A

Place: Date and Time:
Merrill Corporation April 27,2011
311 South Wacker Drive, Suite 300, Chicago, IL. 60606 10:00 a.m.

U] Inspection of Premises: YOU ARE COMMANDED to permit entry onto the designated premises, land, or
other property possessed or controlled by you at the time, date, and location set forth below, so that the requesting party
may inspect, measure, survey, photograph, test, or sample the property or any designated object or operation on it.

Place: Date and Time:

The provisions of Fed. R. Civ. P. 45(c), relating to your protection as a person subject to a subpoena, and Rule
45 (d) and (e), relating to your duty to respond to this subpoena and the potential consequences of not doing so, are
attached.

Date: April 12, 2011

CLERK OF COURT

OR %/m-& %/dl«oﬁ%

Signature of Clerk or Deputy Clerk Attorney's signature
Roman A. Swoopes

The name, address, e-mail, and telephone number of the attorney representing (name of party) Oracle America, Inc.

, who issues or requests this subpoena, are:
Roman A. Swoopes, Morrison & Foerster LLP, 755 Page Mill Road, Palo Alto, CA 94304-1018
Email: rswoopes@mofo.com; Ph: (650) 813-5600

Ja
American LegalNet, Tnc. £ 2%y
www. FormsWorkFlow.com \&&%/
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AO 88B (Rev. 06/09) Subpoena to Produce Documents, Information, or Objects or to Permit Inspection of Premises in a Civil Action (Page 2)

Civil Action No. 3:10-cv-03561-WHA

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Ciy. P. 45.)

This subpoena for (name of individual and title, if any)

was received by me on (date)

[]1 served the subpoena by delivering a copy to the named person as follows:

on (date) ,or

[]1 returned the subpoena unexecuted because:

Unless the subpoena was issued on behalf of the United States, or one of its officers or agents, I have also
tendered to the witness fees for one day’s attendance, and the mileage allowed by law, in the amount of

$

My fees are $ for travel and $ for services, for a total of $ 0.00

I declare under penalty of perjury that this information is true.

Date:

Server's signature

Printed name and title

Server's address

Additional information regarding attempted service, etc:

American LegalNet, Inc. B
www FormsWorkFlow.com N4
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Federal Rule of Civil Procedure 45 (c), (d), and (e) (Effective 12/1/07)

(c) Protecting a Person Subject to a Subpeena.

(1) Avoiding Undue Burden or Expense; Sanctions. A party or
attorney responsible for issuing and serving a subpoena must take
reasonable steps to avoid imposing undue burden or expense on a
person subject to the subpoena. The issuing court must enforce this
duty and impose an appropriate sanction — which may include lost
earnings and reasonable attorney’s fees — on a party or attorney
who fails to comply.

(2) Command to Produce Materials or Permit Inspection.

(A) Appearance Not Required. A person commanded to produce
documents, electronically stored information, or tangible things, or
to permit the inspection of premises, need not appear in person at the
place of production or inspection unless also commanded to appear
for a deposition, hearing, or trial.

(B) Objections. A person commanded to produce documents or
tangible things or to permit inspection may serve on the party or
attorney designated in the subpoena a written objection to
inspecting, copying, testing or sampling any or all of the materials or
to inspecting the premises — or to producing electronically stored
information in the form or forms requested. The objection must be
served before the earlier of the time specified for compliance or 14
days after the subpoena is served. If an objection is made, the
following rules apply:

(i) At any time, on notice to the commanded person, the serving
party may move the issuing court for an order compelling production
or inspection.

(ii) These acts may be required only as directed in the order, and
the order must protect a person who is neither a party nor a party's
officer from significant expense resulting from compliance.

(3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the issuing court must
quash or modify a subpoena that:

(i) fails to allow a reasonable time to comply;

(if) requires a person who is neither a party nor a party’s officer
to travel more than 100 miles from where that person resides, is
employed, or regularly transacts business in person — except that,
subject to Rule 45(¢c)(3)(B)(iii), the person may be commanded to
attend a trial by traveling from any such place within the state where
the trial is held;

(iii) requires disclosure of privileged or other protected matter, if
no exception or waiver applies; or

(iv) subjects a person to undue burden.

(B) When Permitted. To protect a person subject to or affected by
a subpoena, the issuing court may, on motion, quash or modify the
subpoena if it requires:

(i) disclosing a trade secret or other confidential research,
development, or commercial information;

(ii) disclosing an unretained expert's opinion or information that
does not describe specific occurrences in dispute and results from
the expert's study that was not requested by a party; or

(iii) a person who is neither a party nor a party's officer to incur
substantial expense to travel more than 100 miles to attend trial.

(C) Specifying Conditions as an Alternative. In the circumstances
described in Rule 45(c)(3)(B), the court may, instead of quashing or
modifying a subpoena, order appearance or production under
specified conditions if the serving party:

(i) shows a substantial need for the testimony or material that
cannot be otherwise met without undue hardship; and

(i) ensures that the subpoenaed person will be reasonably
compensated.

(d) Duties in Responding to a Subpoena.

(1) Producing Documents or Electronically Stored Information.
These procedures apply to producing documents or electronically
stored information:

(A) Documents. A person responding to a subpoena to produce
documents must produce them as they are kept in the ordinary
course of business or must organize and label them to correspond to
the categories in the demand.

(B) Form for Producing Electronically Stored Information Not
Specified. If a subpoena does not specify a form for producing
electronically stored information, the person responding must
produce it in a form or forms in which it is ordinarily maintained or
in a reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One
Form. The person responding need not produce the same
electronically stored information in more than one form.

(D) Inaccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored
information from sources that the person identifies as not reasonably
accessible because of undue burden or cost. On motion to compel
discovery or for a protective order, the person responding must show
that the information is not reasonably accessible because of undue
burden or cost. If that showing is made, the court may nonetheless
order discovery from such sources if the requesting party shows
good cause, considering the limitations of Rule 26(b)(2)(C). The
court may specify conditions for the discovery.

(2) Claiming Privilege or Protection.

(A) Information Withheld. A person withholding subpoenaed
information under a claim that it is privileged or subject to
protection as trial-preparation material must:

(i) expressly make the claim; and

(ii) describe the nature of the withheld documents,
communications, or tangible things in a manner that, without
revealing information itself privileged or protected, will enable the
parties to assess the claim.

(B) Information Produced. If information produced in response to a
subpoena is subject to a claim of privilege or of protection as trial-
preparation material, the person making the claim may notify any
party that received the information of the claim and the basis for it.
After being notified, a party must promptly return, sequester, or
destroy the specified information and any copies it has; must not use
or disclose the information until the claim is resolved; must take
reasonable steps to retrieve the information if the party disclosed it
before being notified; and may promptly present the information to
the court under seal for a determination of the claim. The person
who produced the information must preserve the information until
the claim is resolved.

(e) Contempt. The issuing court may hold in contempt a person
who, having been served, fails without adequate excuse to obey the
subpoena. A nonparty’s failure to obey must be excused if the
subpoena purports to require the nonparty to attend or produce at a
place outside the limits of Rule 45(¢c)(3)(A)(ii).

American LegalNet, Inc. P
www.FormsWorkFlow.com
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Schedule A

Definitions and Instructions

1. “Google” refers to Google Inc. and Android, Inc., and their employees and other
persons or entities acting on their behalf.
2. “Open Handset Alliance” refers to the Open Handset Alliance as referenced in

http://www.openhandsetalliance.com, including each member, specification lead, technical lead,

or other persons or entities authorized to act on its behalf.

3. “Motorola,” “you,” and “your” refer to Motorola Mobility, Inc.; other Motorola-
affiliated entities; and their employees.

4. “Android” refers to the software platform for mobile devices as referenced in

http://www.openhandsetalliance.com, http://developer.android.com, and

http://android.git.kernel.org, and includes any versions thereof, and related public or proprietary

source code, executable code, applications, and documentation.

5. “Motorola Android Devices” refers to devices that Motorola manufactures, sells,
offers for sale, or imports that runs, is sold with, or is loaded with Android or software derived
from Android. Examples include the Atrix 4G, Cliq, Cliq 2, Droid 2, Droid Pro, Droid X, Droid,
Bravo, Flipside, Citrus, Defy, Charm, Backflip, Devour, Xoom, and il.

6. This subpoena shall apply to all documents and things in your actual or
constructive possession, custody, or control as of the date of service hereof or coming into your
possession, custody, or control prior to the date of the production.

7. Electronic records and computerized information shall be produced in an
intelligible format or together with a description of the system from which it was derived

sufficient to permit rendering the materials intelligibly. Production in native format is requested,
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along with any necessary documentation or software to permit loading and reviewing such
materials in an intelligible form, if such is not commonly available.

Requests for Production

1. Documents reflecting communication between Google and Motorola (whether or
not through the Open Handset Alliance) relating to Android and concerning any license or other
agreement, any intellectual property issues, or any compensation or revenue.

2. Documents sufficient to show the sequence of steps Motorola follows to retrieve,
port, load, install, test, or execute Android for or on Motorola Android Devices.

3. Documents sufficient to identify each package and source code file Motorola

retrieved from http://android.git.kernel.org for loading, installation, or execution on Motorola

Android Devices.
4, Documents sufficient to identify the changes Motorola made to the packages and

source code files retrieved from http://android.git.kernel.org before loading, installation, or

execution on Motorola Android Devices.
5. Android-related instructions, directions, source code, and technical specifications

that are not publicly available through http://android.git.kernel.org or

http://developer.android.com that were made available to Motorola by Google (whether or not

through the Open Handset Alliance).

6. Documents sufficient to show the extent to which and conditions under which
Google forbids or restricts Motorola from modifying Android, or Motorola has otherwise agreed
not to modify Android, before loading, installing, or executing Android on Motorola Android

Devices.
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7. Documents sufficient to show the extent to which the java.security API, source
code, or object code (including ProtectionDomain.java) is used in Motorola Android Devices.

8. Documents sufficient to show the extent to which the Zygote API, source code, or
object code (including Zygotelnit.java and dalvik system Zygote.c) is used in Motorola Android
Devices.

9. Documents sufficient to show the extent to which Jit.c, CodegenDriver.c,
DexOptimize.c, and Optimize.c (in source code or object code form) is used in Motorola
Android Devices.

10.  Documents sufficient to show the extent to which Motorola uses the Android dx
tool, and whether Motorola has made any modifications to that tool.

11. Documents sufficient to show the extent to which Resolve.c (in source code or
object code form) is used in Motorola Android Devices.

12.  Documents sufficient to show the extent to which any part of the Java Class
Library APIs, source code, or object code is used in Motorola Android Devices.

13.  Documents sufficient to show Android-related payments made to Google by
Motorola, or to Motorola by Google, including advertisement-based revenue, upfront payments,
licensing fees, revenue sharing, and monetary contributions to the Open Handset Alliance.

14.  Documents sufficient to show actual and projected numbers of Motorola Android
Devices in use and activations of Motorola Android Devices on a monthly, quarterly, and annual
basis and on a per-Android-version basis.

15. Documents concerning any assessment or discussion of Java use or

implementation in Motorola’s mobile devices or its use in Android.
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16. Documents concerning or reflecting any plan or proposal, or any communication
with Google, relating to any monetary or non-monetary benefit to Google from the sale,
distribution, or use of Android or any Android device.

17.  Documents reflecting or relating to communications between Google and
Motorola (whether or not through the Open Handset Alliance) regarding the need for or wisdom

“of obtaining any license from Oracle Corporation, Oracle America, Inc., or Sun Microsystems,
Inc. with respect to Motorola Android Devices, or Oracle America, Inc.’s lawsuit against
Google, Case No. 3:10-cv-03561-WHA, including any discussion concerning indemnification.

18. Communications bétween Google and Motorola concerning requirements of
membership of the Open Handset Alliance imposed on Motorola.

19.  Documents sufficient to identify each Motorola entity or affiliate that has

documents responsive to the preceding requests.

pa-1451419
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EXHIBIT 3
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AO 88A (Rev. 06/09) Subpoena to Testify at a Deposition in a Civil Action

UNITED STATES DISTRICT COURT

for the
Northern District of Illinois

Oracle America, Inc. )
Plaintifff )
V. ) Civil Action No. 3:10-cv-03561-WHA
)
Google, Inc. ) (If the action is pending in another district, state where:
Defendant ) Northern District of California)

SUBPOENA TO TESTIFY AT A DEPOSITION IN A CIVIL ACTION

To:

Motorola Mobility, Inc.

600 North U.S. Highway 45, Libertyville, IL 60048

X Testimony: YOU ARE COMMANDED to appear at the time, date, and place set forth below to testify at a
deposition to be taken in this civil action. If you are an organization that is not a party in this case, you must designate
one or more officers, directors, or managing agents, or designate other persons who consent to testify on your behalf
about the following matters, or those set forth in an attachment:

Schedule A
Place: Date and Time:
Veritext, 1 North LaSalle Street, Suite 400, Chicago, Illinois July 28,2011 at 9:30 a.m.

Recorded by stenographic means, videotaped, and transcribed using

The deposition will be recorded by this method: real time interactive transcription such as LiveNote

[ ] Production: You, or your representatives, must also bring with you to the deposition the following documents,
electronically stored information, or objects, and permit their inspection, copying, testing, or sampling of the
material:

The provisions of Fed. R. Civ. P. 45(c), relating to your protection as a person subject to a subpoena, and Rule
45 (d) and (e), relating to your duty to respond to this subpoena and the potential consequences of not doing so, are
attached.

Date: 7/13/2011

CLERK OF COURT

R Zoma A . horgony

Signature of Clerk or Deputy Clerk Attorney's signature
Roman A. Swoopes

The name, address, e-mail, and telephone number of the attorney representing (name of party) Oracle America, Inc.
, who issues or requests this subpoena, are:

Roman A. Swoopes, Morrison & Foerster LLP, 755 Page Mill Road, Palo Alto, CA 94304-1018
Email: rswoopes@mofo.com; Ph: (650) 813-5600

American LegalNet, Inc, 3
www FormsWorkFlow.com &
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AO 88A (Rev. 06/09) Subpoena to Testify at a Deposition in a Civil Action (Page 2)

Civil Action No. 3:10-cv-03561-WHA

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Civ. P. 45.)

This subpoena for (name of individual and title, if any)

was received by me on (date)

[]1 served the subpoena by delivering a copy to the named individual as follows:

on (date) ; or

[] I returned the subpoena unexecuted because

Unless the subpoena was issued on behalf of the United States, or one of its officers or agents, [ have also
tendered to the witness fees for one day's attendance, and the mileage allowed by law, in the amount of

$

My fees are $ for travel and $ for services, for a total of §  0.00

I declare under penalty of perjury that this information is true.

Date:

Server's signature

Printed name and title

Server's address

Additional information regarding attempted service, etc:

American LegalNet, Inc. N
www.FormsWorkFlow.com &
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AO 88A (Rev. 06/09) Subpoena to Testify at a Deposition in a Civil Action (Page 3)

Federal Rule of Civil Procedure 45 (c), (d), and (e) (Effective 12/1/07)

(¢) Protecting a Person Subject to a Subpoena.

(1) Avoiding Undue Burden or Expense; Sanctions. A party or
attorney responsible for issuing and serving a subpoena must take
reasonable steps to avoid imposing undue burden or expense on a
person subject to the subpoena. The issuing court must enforce this
duty and impose an appropriate sanction — which may include lost
earnings and reasonable attorney's fees — on a party or attorney
who fails to comply.

(2) Command to Produce Materials or Permit Inspection.

(A) Appearance Not Required. A person commanded to produce
documents, electronically stored information, or tangible things, or
to permit the inspection of premises, need not appear in person at the
place of production or inspection unless also commanded to appear
for a deposition, hearing, or trial.

(B) Objections. A person commanded to produce documents or
tangible things or to permit inspection may serve on the party or
attorney designated in the subpoena a written objection to
inspecting, copying, testing or sampling any or all of the materials or
to inspecting the premises — or to producing electronically stored
information in the form or forms requested. The objection must be
served before the eatlier of the time specified for compliance or 14
days after the subpoena is served. If an objection is made, the
following rules apply:

(i) At any time, on notice to the commanded person, the serving
party may move the issuing court for an order compelling production
or inspection.

(ii) These acts may be required only as directed in the order, and
the order must protect a person who is neither a party nor a party's
officer from significant expense resulting from compliance.

(3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the issuing court must
quash or modify a subpoena that:

(i) fails to allow a reasonable time to comply;

(i) requires a person who is neither a party nor a party's officer
to travel more than 100 miles from where that person resides, is
employed, or regularly transacts business in person — except that,
subject to Rule 45(c)(3)(B)(iii), the person may be commanded to
attend a trial by traveling from any such place within the state where
the trial is held; '

(iii) requires disclosure of privileged or other protected matter, if
no exception or waiver applies; or

(iv) subjects a person to undue burden.

(B) When Permitted. To protect a person subject to or affected by
a subpoena, the issuing court may, on motion, quash or modify the
subpoena if it requires:

(i) disclosing a trade secret or other confidential research,
development, or commercial information;

(i) disclosing an unretained expert's opinion or information that
does not describe specific occurrences in dispute and results from
the expert's study that was not requested by a party; or

(iii) a person who is neither a party nor a party's officer to incur
substantial expense to travel more than 100 miles to attend trial.

(C) Specifying Conditions as an Alternative. In the circumstances
described in Rule 45(c)(3)(B), the court may, instead of quashing or
modifying a subpoena, order appearance or production under
specified conditions if the serving party:

(i) shows a substantial need for the testimony or material that
cannot be otherwise met without undue hardship; and

(ii) ensures that the subpoenaed person will be reasonably
compensated.

(d) Duties in Responding to a Subpoena.

(1) Producing Documents or Electronically Stored Information.
These procedures apply to producing documents or electronically
stored information: .

(A) Documents. A person responding to a subpoena to produce
documents must produce them as they are kept in the ordinary
course of business or must organize and label them to correspond to
the categories in the demand.

(B) Form for Producing Electronically Stored Information Not
Specified. If a subpoena does not specify a form for producing
electronically stored information, the person responding must
produce it in a form or forms in which it is ordinarily maintained or
in a reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One
Form. The person responding need not produce the same
electronically stored information in more than one form.

(D) Inaccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored
information from sources that the person identifies as not reasonably
accessible because of undue burden or cost. On motion to compel
discovery or for a protective order, the person responding must show
that the information is not reasonably accessible because of undue
burden or cost. If that showing is made, the court may nonetheless
order discovery from such sources if the requesting party shows
good cause, considering the limitations of Rule 26(b)(2)(C). The
court may specify conditions for the discovery.

(2) Claiming Privilege or Protection.

(A) Information Withheld. A person withholding subpoenaed
information under a claim that it is privileged or subject to
protection as trial-preparation material must:

(i) expressly make the claim; and

(ii) describe the nature of the withheld documents,
communications, or tangible things in a manner that, without
revealing information itself privileged or protected, will enable the
parties to assess the claim.

(B) Information Produced. If information produced in response to a
subpoena is subject to a claim of privilege or of protection as trial-
preparation material, the person making the claim may notify any
party that received the information of the claim and the basis for it.
After being notified, a party must promptly return, sequester, or
destroy the specified information and any copies it has; must not use
or disclose the information until the claim is resolved; must take
reasonable steps to retrieve the information if the party disclosed it
before being notified; and may promptly present the information to
the court under seal for a determination of the claim. The person
who produced the information must preserve the information until
the claim is resolved.

(e) Contempt. The issuing court may hold in contempt a person
who, having been served, fails without adequate excuse 1o obey the
subpoena. A nonparty's failure to obey must be excused if the
subpoena purports to require the nonparty to attend or produce at a
place outside the limits of Rule 45(c)(3)(A)(i1).

American LegalNet, Inc, B
www.FormsWorkFlow com N
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Schedule A

Definitions and Instructions

1. “Google” refers to Google Inc. and Android, Inc., and their employees and other
persons or entities acting on their behalf.
2. “Open Handset Alliance” refers to the Open Handset Alliance as referenced in

http://www.openhandsetalliance.com, including each member, specification lead, technical lead,

or other persons or entities authorized to act on its behalf.

3. “Motorola,” “you,” and “your” refer to Motorola Mobility, Inc.; other Motorola-
affiliated entities; and their employees.

4. “Android” refers to the software platform for mobile devices as referenced in

http://www.openhandsetalliance.com, http://developer.android.com, and

http://android.git.kernel.org, and includes any versions thereof, and related public or proprietary

source code, executable code, applications, and documentation.

5. “Motorola Android Devices” refers to devices that Motorola manufactures, sells,
offers for sale, or imports that runs, is sold with, or is loaded with Android or software derived
from Android. Examples include the Atrix 4G, Cliq, Cliq 2, Droid 2, Droid Pro, Droid IX, Droid,
Bravo, Flipsidé, Citrus, Defy, Charm, Backflip, Devour, Xoom, and il.

Topics of Deposition

Pursuant to Federal Rule of Civil Procedure 30(b)(6), you are hereby directed, to
designate one or more officers, directors, managing agents, or other persons who consent to
testify on your behalf and who are most knowledgeable and competent to testify concerning the

matters known or reasonably available to you as they relate to the specific topics listed below:

pa-1474120
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1. Each package and source code file Motorola retrieves from

http://android.git.kernel.org for loading, installation, or execution on Motorola Android Devices,

and any changes Motorola makes to those packages and source code files.
2. The extent to which Motorola uses the Android dx tool, and whether Motorola has

made any modifications to that tool.

pa-1474120
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NORTHERN ‘DISTRICT OF ILLINOIS '

ORACLE :AMERICA, INC. : o ense wamen
“ : 10-CV-03561~WwHA
Plaintiff, °- 3:d V=035
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GOOGLE-- INCII . - P ToTE

| " DECLARATION OF SERVICE-
Defendart.

At the time of service I was a citizen of the Uhitef States, over the age of
eighteen, and not a party to this actionj,-i 4 served copiss of the:

SUBPOEBIABTOi TESTIFY AT A DEFOSITION IN A CIVIL ACTION: WITNESS FEE TN THE AMOUNT
OF $87.73 .

e oA T -
P . b r . P EEE S

in the within action by raersonalliif'éc'livérm'qu!;rug"_‘écpi_:ehs thereof to the
persom served as follows: S :

served : MOTOROLA MOBILITY, INC.
By serving ! Myra Kfein, Authorized té acespt Service
Address :  (Business} !

600 Nozrth U.5.. Highway 48

Date of Service : July 14, Z0Lf ¢ - -

i

Time of Service : 1:50 BM

T declarg under penalty of perjury under the laws of the United Statss 0%
America that the foreqgoing inf_or_ma‘t;gn--i&-t—_ruae-~and~~c:_orrect.

Date: July 14, 2011

LEGALDOCUMENT  + 7 -
MANAGEMENT, INC:; © = .. -
79 W. MONROE STREET, STE. 1020 . m
. M cw

CHICAGO, IL 60603 Sﬁgﬁatyre:
‘RI GERBER
295160 - ; P-'Z:tf— 171 - col 1T

i =T -




