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UNITED STATES INTERNATIONAL TRADE COMMISSION 
WASHINGTON, D.C. 

In the Matter of 

CERTAIN HANDHELD ELECTRONIC 
COMPUTING DEVICES,  
RELATED SOFTWARE, AND  
COMPONENTS THEREOF 

Investigation No. 337-TA-769 

 

DIRECT WITNESS STATEMENT OF DR. BENJAMIN F. GOLDBERG  
(VOLUME IV) 

V. THE ‘551 PATENT 

Q681. Please look at RX-977.  Can you tell us what this document is? 

A681. Yes.  This is the ’551 patent that Microsoft has asserted against Barnes & Noble in this 

Investigation and that I reviewed in connection with my work in this case.   
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Q691. Are these the slides that you are referring to? 

A691. Yes they are. 

Q692. What were you asked to do with respect to the ‘551 patent? 

A692. I was asked to analyze the claims of the ‘551 patent that are being asserted both with 

respect to the questions of infringement and invalidity. 

Q693. And did you perform these analyses? 

A693. Yes, I did. 

Q694. OK.  For the time being, I would like to focus on the invalidity analysis that you 
performed.  Is that alright? 

A694. Sure. 

Q695. You discussed earlier the nature of the supposed problem that the ‘551 patent 
describes.  Did the patent itself provide any description of the state of the prior art 
at the time of its filing?   

A695. Yes, as I discussed earlier, the ‘551 patent describes the general functionality of prior art 

word processing systems, including the version of Microsoft Word that was available at 

the time, as being able to select text within the document but not resize that text after the 

initial selection was completed without restarting the selection process and erasing the 

initial selection. 

Q696. Do you have any personal knowledge that this is the case? 

A696. Well, I have used Microsoft Word for at least the last 20 years, so I have personal 

knowledge of how it operates in that sense.  But I also have a copy of Word for Windows 

95 that is installed and running on one of my computers, so I was able to confirm that it 

operates in the way described in the patent.  In fact, I prepared a short video showing this 

operation so that the operation was clear and you can get a sense of what was generally 

known to a personal of ordinary skill in the art at the time that the application for the ‘551 
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patent was filed at least with respect to the operation of available text editing products 

(RDX-8).    

Q697. Does the ’551 patent cover all methods of resizing text selections? 

A697. No, the ’551 patent’s “selection handles” method is merely one way in which resizing 

can be performed.   

Q698. How important to a user’s overall experience is the “selection handles” method 
described in the ’551 patent? 

A698. Because the ’551 patent’s “selection handles” method is merely one way in which 

resizing can be performed, it would be of limited importance.   Barnes & Noble’s Nook 

products also have a variety of important features that have nothing to do with what 

Microsoft alleges are “selection handles,” including, for instance, the ability to purchase 

and display electronic books.  In this sense, the claims of the ’551 patent are trivial with 

respect to Barnes & Noble’s Nook products. 

Q699. I think that you said that you looked at the claims of the ‘551 patent.  Did you 
review anything else? 

A699. Yes, I reviewed the rest of the specification for the ‘551 patent and its prosecution 

history. 

Q700. Are there any portions of the prosecution history for the ’551 patent that you found 
particularly relevant? 

A700. Nothing that isn’t already required by the claim language itself, although I think that it 

provides insight as to why the claim language is what it is. 

Q701. What do you mean by that? 

A701. Well, the claims each require a “plurality of selection handles,” which means more than 

one selection handle is required.  This is something that was added during prosecution to 

overcome a rejection of the claims as originally filed. 
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