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UNITED STATES INTERNATIONAL TRADE COMMISSION 
WASHINGTON, D.C. 

Before The Honorable Theodore R. Essex 
Administrative Law Judge

In the Matter of 

CERTAIN HANDHELD ELECTRONIC 
COMPUTING DEVICES,  
RELATED SOFTWARE, AND  
COMPONENTS THEREOF 

Investigation No. 337-TA-769 

RESPONDENTS BARNES & NOBLE, INC’S AND BARNESANDNOBLE.COM LLC’S 
MOTION TO HOLD THE RECORD OPEN TO RECEIVE EVIDENCE OBTAINED 

FROM NOKIA CORP. (OR ITS AFFILIATES) AND MOSAID TECHNOLOGIES INC. 
(OR ITS AFFILIATES) AND REQUEST TO SHORTEN TIME TO RESPOND 

Respondents Barnes & Noble, Inc. and barnesandnoble.com llc (collectively, 

“Barnes & Noble”) hereby request that the Court hold the record open to receive evidence 

obtained from Nokia Corporation (“Nokia”) (or its employees or affiliates, such as Nokia Inc.) 

and MOSAID Technologies Inc. (“MOSAID”) (or its employees or affiliates, such as MOSAID 

Corp. Ltd.).  As explained in detail in the attached memorandum of law, there is good cause to 

grant the narrow relief requested. 

Barnes & Noble requests that the time to respond to this Motion be shortened to 

two days.  Barnes & Noble hopes to receive a ruling on the underlying motion as soon as 

possible so that Barnes & Noble may inform the Ontario Superior Court of Justice before a 

hearing on January 25 whether evidence produced in response to Barnes & Noble’s Letter 

Rogatory will be considered in this Investigation. 



Pursuant to Ground Rule 3.2, counsel for Barnes & Noble certifies that it has 

disclosed to Microsoft and the Office of Unfair Import Investigations its intention to file the 

present motion at least two business days prior to filing the motion.  Microsoft stated that it 

opposes the motion, and the Staff’s position is unknown. 

Dated:   January 19, 2011 Respectfully submitted, 

   /s/ Stuart W. Gold 
Stuart W. Gold 
Peter T. Barbur 
Stephen S. Madsen 
Cravath, Swaine & Moore LLP 
Worldwide Plaza 
825 Eighth Avenue 
New York, NY 10019 
Telephone:  (212) 474-1000 
Fax:  (212) 474-3700 

Counsel for Respondents Barnes & Noble, Inc. 
and barnesandnoble.com llc 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
WASHINGTON, D.C. 

Before The Honorable Theodore R. Essex 
Administrative Law Judge

In the Matter of 

CERTAIN HANDHELD ELECTRONIC 
COMPUTING DEVICES,  
RELATED SOFTWARE, AND  
COMPONENTS THEREOF 

Investigation No. 337-TA-769 

RESPONDENTS BARNES & NOBLE, INC’S AND BARNESANDNOBLE.COM LLC’S 
MEMORANDUM OF LAW IN SUPPORT OF MOTION TO HOLD THE RECORD 

OPEN TO RECEIVE EVIDENCE OBTAINED FROM NOKIA CORP. (OR ITS 
AFFILIATES) AND MOSAID TECHNOLOGIES INC. (OR ITS AFFILIATES) AND 

REQUEST TO SHORTEN TIME TO RESPOND 

Respondents Barnes & Noble, Inc. and barnesandnoble.com llc (collectively, 

“Barnes & Noble”) hereby request that the Court hold the record open to receive evidence 

obtained from Nokia Corporation (“Nokia”) (or its affiliates, such as Nokia Inc., and Jaakko 

Kaskinen, to whom a separate subpoena was issued) and MOSAID Technologies Inc. 

(“MOSAID”) (or its affiliates, such as MOSAID Corp. Ltd.).  There is good cause to grant the 

narrow relief requested. 

Barnes & Noble requests that the time to respond to this Motion be shortened 

such that any response be due on January 23, 2012.  Barnes & Noble hopes to receive a ruling on 

the underlying motion as soon as possible so that Barnes & Noble may inform the Ontario 

Superior Court of Justice before a hearing on January 25 whether evidence produced in response 

to Barnes & Noble’s Letter Rogatory will be considered in this Investigation.    
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Pursuant to Ground Rule 3.2, counsel for Barnes & Noble certifies that it has 

disclosed to Microsoft and the Office of Unfair Import Investigations its intention to file the 

present motion at least two business days prior to filing the motion.  Microsoft stated that it 

opposes the motion as untimely, and the Staff’s position is unknown. 

I. BACKGROUND. 

As part of Barnes & Noble’s affirmative defense of patent misuse, Barnes & 

Noble is alleging that Microsoft is improperly expanding the scope of trivial and outmoded 

patents in an attempt to impair the growth of mobile operating systems such as Android—which 

Barnes & Noble’s Nook devices use—that pose a threat to Microsoft’s dominance of PC 

operating systems.  In the past year, Microsoft has allied itself with Nokia and MOSAID to 

further that strategy.  Microsoft, at least in part through the threat of litigation against Nokia, has 

convinced Nokia to replace its Symbian operating system with Microsoft’s Windows Phone 

operating system instead of Android.  Moreover, the two companies have entered into an 

offensive patent arrangement with MOSAID, a patent licensing agent, whereby Nokia 

transferred 2,000 of its wireless communications patents to MOSAID in exchange for 

MOSAID’s promise to license those patents (or sue those that refuse) and pay approximately 

two-thirds of any revenue from licensing fees or damages back to Microsoft and Nokia.  One of 

Microsoft and Nokia’s publicly stated motivations for the partnership is to combine the strength 

of their respective patent portfolios and to coordinate their offensive use of patents directed at the 

Android operating system, which is employed in Barnes & Noble devices. 

On October 18, 2011, Barnes & Noble applied for the issuance of subpoenas 

duces tecum and ad testificandum on the U.S. subsidiaries of Nokia and MOSAID, Nokia Inc. 

and MOSAID Corporation Ltd., respectively.  It was Barnes & Noble’s understanding that this 
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Court requires parties seeking evidence abroad to first attempt to obtain discovery from United 

States subsidiaries of foreign entities when possible. See Certain Display Devices, Including 

Digital Televisions and Monitors, Inv. No. 337-TA-713, Order No. 8 (U.S.I.T.C. June 10, 2010) 

(Essex, ALJ).  The Court issued the subpoenas on October 20, 2011.1  (See Declaration of Stuart 

W. Gold (“Gold Decl.”) Ex. 1.)  On November 7 and 8, Nokia Inc. and MOSAID Corp., 

respectively, moved to quash the subpoenas, which Barnes & Noble opposed.  (Motion Nos. 

769-024 and 769-027.)  Nokia Inc. and MOSAID Corp. argued, inter alia, that the evidence 

sought was more likely located at their foreign corporate parents.  Those motions are pending. 

The U.S.-based subsidiaries also made clear to Barnes & Noble that the corporate 

parents would not voluntarily produce documents or witnesses in this Investigation.

Accordingly, on November 14 and 16, Barnes & Noble moved for international judicial 

assistance in obtaining discovery from the corporate parents—Nokia in Finland and MOSAID in 

Canada.  (Motion Nos. 769-031 and 769-034.)  Those motions were unopposed. 

On December 2, 2011, Your Honor granted both motions, issuing a Letter of 

Request to obtain evidence from Nokia and recommending that the United States District Court 

for the District of Columbia (“District Court”) issue a Letter Rogatory to obtain evidence from 

MOSAID.2  (Order Nos. 24 and 25.)  With respect to Canada, Barnes & Noble filed a motion on 

1 On November 15, 2011, Barnes & Noble also applied for the issuance of subpoenas duces
tecum and ad testificandum to third party Jaakko Kaskinen upon information and belief that Mr. 
Kaskinen was a New York-based employee of Nokia during the relevant time period and was 
still present in New York.  The Court issued those subpoenas on November 17, 2011. 

2 Barnes & Noble chose to pursue the Letter Rogatory through the District Court to avoid 
doubt as to whether the Canadian courts would honor a request from the ITC.  See, e.g., Certain
Home Vacuum Packaging Machines, Order, Inv. No. 337-TA-496 (U.S.I.T.C. Jan. 21, 2004) 
(suspending letters rogatory issued until Commission decides, inter alia, upon what authority it 
can issue letters rogatory); Ontario Evidence Act § 60 (recognizing a request for discovery from 
a “court or tribunal of competent jurisdiction in a foreign country” without defining “tribunal”); 
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December 9 in the District Court to grant a Letter Rogatory for evidence from MOSAID.  There 

was no opposition to the District Court motion.  The Clerk of the Court issued the Letter 

Rogatory to Canada on December 28.  (Gold Decl. Ex. 2.)  With respect to Finland, Barnes & 

Noble also promptly sent the Letter of Request to the Ministry of Justice, Finland’s Central 

Authority.  On January 3, 2012, Nokia filed what it called a “motion to quash” the Letter of 

Request that was approved by this Court and sent to the Finland Ministry of Justice.   The fact 

discovery deadline on patent misuse issues closed on December 14, 2011, while the District 

Court motion and the U.S subsidiaries’ motions to quash were still pending. 

The foreign actions to enforce the Letter of Request to Nokia and Letter Rogatory 

to MOSAID are proceeding.  Barnes & Noble has requested expedited treatment in both 

jurisdictions due to the fast-approaching hearing on February 6, 2012.  In Canada, Barnes & 

Noble filed its application to enforce the Letter Rogatory in the Superior Court of Justice in 

Canada on January 10, 2012.  (Gold Decl. Ex. 3.)  An enforcement hearing is scheduled for 

January 25.  In Finland, the Ministry of Justice did not reject the Letter of Request and instead 

forwarded the Letter of Request to the District Court of Espoo (the “Finland Court”) for further 

proceedings.3  The Finland Court issued a summons4 to Nokia whereby Nokia was obliged to 

Certain Display Devices Including Digital Televisions and Monitors, Order No. 19, Inv. No. 
337-TA-713 (U.S.I.T.C. Oct. 5, 2010) (motion granted by Judge Essex recommending that the 
District Court issue letter rogatory). 

3 In its motion for leave to submit a reply memorandum in support of its “motion to quash”, 
Nokia claims that Barnes & Noble “misrepresented the status of the proceedings in Finland” in 
describing the actions of the Finland Ministry of Justice.  (Nokia Proposed Reply in Support of 
Motion to Quash at 2.)  That is false.  In Finland, when processing a Letter of Request in 
accordance with the Hague Convention, the central authority (i.e., the Ministry of Justice) should 
not proceed with a Letter of Request which is not within the scope of the Convention and which 
does not fulfill the formal requirements of the Convention.  See Hague Convention, art. 5 (“If the 
Central Authority considers that the request does not comply with the provisions of the present 
Convention, it shall promptly inform the authority of the State of origin which transmitted the 
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submit the documents mentioned in the Letter of Request or to submit a statement to the 

summons within seven days.  (Gold Decl. Ex. 4.)  The Finland Court also indicated that it would 

summon the requested witnesses to appear for depositions.  Nokia requested that the Finland 

Court stay those proceedings until this Court rules on its “motion to quash” the Letter of 

Request.  (Gold Decl. Ex. 5.)  On January 18, 2012, the Finland Court granted Nokia’s motion to 

stay and extended Nokia’s time to respond to the document summons to one week from a 

decision on the pending “motion to quash”.  (Gold Decl. Ex. 6.)  The Finland Court based its 

ruling, in part, on the assumption that “the ITC will give its decision within a short period of 

time”.  Id. at 3.  Thus, all Finland proceedings are stayed until Your Honor rules on Nokia’s 

pending motion. 

Contained in Microsoft’s discovery responses were documents pertaining to the 

Microsoft-Nokia-MOSAID agreements that were executed between April and September 2011, 

including some but not all of the relevant agreements, as well as e-mail communications between 

Microsoft and Nokia or MOSAID pertaining to the deal.  Barnes & Noble located these 

documents among more than one million pages produced by Microsoft between early-October to 

Letter of Request, specifying the objections to the Letter.”); see also Lappalainen et al, 
Prosessioikeus 1298–99 (2007), cited in Barnes & Noble’s Opposition to Nokia Corporation’s 
Motion to Quash.  Accordingly, the Ministry of Justice makes a prima facie determination that 
the Letter of Request complies with Finland’s reservations to the Hague Convention, as Barnes 
& Noble correctly stated in its oppositon to Nokia’s “motion to quash”.  Nokia asserts that the 
Ministry of Justice supposedly told Nokia (without telling Barnes & Noble) that the Ministry of 
Justice “did not have jurisdiction to rule on Nokia’s argument” that the Letter of Request should 
be rejected, but the email cited in support of that assertion does not contain any ruling from or 
statement by any Finnish authority about jurisdiction or anything else.  (See Proposed Reply at 
3.)  Nokia accuses Barnes & Noble of “misrepresenting” the procedure of the Finnish authorities 
but does not cite any primary or secondary authority of Finnish law whatsoever, other than the 
assertions of Finnish counsel. 

4 In Finnish, “lausumapyyntö”. 
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early-November.  Barnes & Noble deposed Microsoft executives concerning the content of these 

documents; however, Microsoft was unable to provide all of the information pertaining to the 

Microsoft-Nokia-MOSAID agreements that is relevant to and necessary for Barnes & Noble’s 

patent misuse defense.  Accordingly, Barnes & Noble continues to seek information from Nokia 

and MOSAID that was not produced by Microsoft, that is internal to those companies, or that 

was shared between the two and not with Microsoft. 

In these circumstances, Barnes & Noble has acted diligently and appropriately to 

secure this necessary evidence.  The set of agreements were not executed until September, and 

most of the patent misuse documents produced by Microsoft were not in Barnes & Noble’s 

counsel’s possession until October and November.  There is good reason to believe that as the 

Canadian and Finnish courts continue to enforce the requests from this Court and the U.S. 

District Court, the relevant evidence will be in Barnes & Noble’s possession before the end of 

the hearing on the merits, or soon thereafter.5  Therefore, Barnes & Noble requests that this 

Court keep the factual record in this Investigation open for the limited purpose of accepting any 

evidence obtained from Nokia and MOSAID, or their U.S. subsidiaries, Nokia Inc. and 

MOSAID Corp. Ltd., respectively, to the extent the evidence is admissible. 

5 With regards to the Finland proceedings, Barnes & Noble’s belief that the relevant 
evidence will be in Barnes & Noble’s possession before the hearing on the merits, or soon 
thereafter, is subject to Your Honor’s decision on Nokia’s “motion to quash” the Letter of 
Request.  The Finland Court did not accept Nokia’s request to extend the deadline for Nokia’s 
statement regarding the documents included in the Letter of Request to 14 days after the 
aforementioned decision, instead ordering Nokia to give its statement within 7 days of the 
decision.
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II. ARGUMENT. 

According to Ground Rule 2, limited discovery may occur beyond the discovery 

cutoff upon a showing of good cause.  In addition, under Commission Rule 210.42(g), "At any 

time prior to the filing of the initial determination, the administrative law judge may reopen the 

proceedings for the reception of additional evidence."  Your Honor recently approved 

Microsoft’s request in this Investigation for fact discovery from third party Google, Inc. one 

month after the close of discovery (Order No. 30).  Your Honor has granted a similar motion for 

third party discovery in another investigation.  In Certain Computer Products, Computer 

Components and Products Containing Same, Order No. 18, Inv. No. 337-TA-628, 2008 ITC 

LEXIS 1770, at *1 (U.S.I.T.C. Sept. 30, 2008), the Court had issued third party subpoenas 10 

days prior to the close of fact discovery, but the subpoenaed parties requested extensions in order 

to fully comply.  The Court rejected respondents’ argument that the third party subpoenas were 

untimely because the complainant did not seek approval from the Court prior to serving the 

subpoenas. Id. at *2.  The Court held that there was good cause to grant the motion.  Id.; see also

Certain Inkjet Ink Cartridges with Printheads and Components Thereof, Order No. 23, Inv. No. 

337-TA-723, 2010 ITC LEXIS 2666, at *1 (U.S.I.T.C. Dec. 21, 2010) (finding compelling 

circumstances to justify limited extension of fact discovery to obtain evidence from third 

parties).

Similarly, there is good cause in this Investigation to keep the record open in 

order to receive evidence obtained from Nokia and MOSAID, or their U.S. subsidiaries.  First, 

Barnes & Noble believes that Nokia and MOSAID possess relevant, unique and non-privileged 

evidence which will help provide important support to Barnes & Noble’s patent misuse defense.  

Specifically, much of the information that Barnes & Noble requests from Nokia and MOSAID, 
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or their U.S. subsidiaries, relates to internal business discussions regarding strategy, negotiations 

and long-term goals of the Microsoft-Nokia and Microsoft-Nokia-MOSAID patent agreements, 

as well as the threat posed by Android to the Microsoft-Nokia partnership.  Documents and 

testimony concerning these and related topics are highly relevant and bear directly on Barnes & 

Noble’s patent misuse defense.  Accordingly, Barnes & Noble’s defense would be prejudiced 

without such evidence. 

Second, the Court approved both of Barnes & Noble’s unopposed requests for 

international judicial assistance 12 days prior to the close of fact discovery, with full knowledge 

that the international process is lengthy and would not likely be complete before the cutoff.  

Under Ground Rule 4.4.5, the Court’s granting of those requests constitutes advance approval of 

discovery requests that would require responses past the discovery cutoff.6  Since the time the 

unopposed motions were filed and granted, Barnes & Noble has incurred considerable time and 

expense pursuing the Letters of Request overseas.  Microsoft should not be allowed to claim, 

after the fact, that the motions should not have been granted, when Barnes & Noble has already 

relied on the granting of those motions and when Microsoft chose not to exercise its right to 

oppose the motions.  Moreover, Barnes & Noble filed its subpoenas on the U.S. subsidiaries well 

in advance of the close of fact discovery, and the U.S. subsidiaries’ motions to quash were fully 

briefed one month prior to the close of fact discovery. 

Third, as discussed above, Barnes & Noble promptly filed its applications for the 

U.S. subpoenas and the requests for international judicial assistance as soon as it had a sufficient 

basis for such applications.  The agreements between Microsoft, Nokia and MOSAID were not 

6 According to Ground Rule 4.4.5, “Discovery requests by any party that would require 
responses after the fact discovery cutoff and completion date must be approved in advance by the 
Administrative Law Judge upon a showing of compelling circumstances.”   
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executed until September 2011, and Barnes & Noble began seeking documents from Nokia and 

MOSAID affiliates at the time the agreements were produced in mid-October.   

Fourth, any claim that Microsoft would be prejudiced by keeping the record open 

would be not credible.  Microsoft did not oppose the initial motions for international assistance 

even though the motions were filed one month before the close of discovery.  Nor did Microsoft 

oppose the request in the U.S. District Court to issue a Letter Rogatory even though that request 

was filed less than one week before the close of discovery.  It was not until Barnes & Noble gave 

notice of this motion that Microsoft ever expressed concern to Barnes & Noble that the requests 

were untimely or that Microsoft might be harmed if evidence from Nokia or MOSAID were 

produced after the close of discovery.  Microsoft’s newfound position that the Letters of Request 

are untimely is an attempt to reap improper advantage from its decision not to oppose the initial 

motions.  Any arguments that the Letter of Request might result in discovery past the cutoff were 

available to Microsoft in December when the motions were filed and when Microsoft chose not 

to oppose them, and any such arguments should be deemed waived.  In addition, the U.S. 

subpoenas were issued on October 20, 2011, almost two months prior to the close of fact 

discovery, and the U.S. subsidiaries’ motions to quash were fully briefed by mid-November. 

Microsoft’s sudden objection to evidence from Nokia and MOSAID cannot be 

explained by any supposed unfair prejudice to Microsoft’s ability to present its case.  Microsoft 

is already familiar with the details of its ongoing business relationships with Nokia and 

MOSAID, whereas Barnes & Noble is still analyzing those relationships, and therefore the late 

production of this evidence in fact prejudices Barnes & Noble at least as much as, if not more 

than, Microsoft.
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Ultimately, if any prejudice to Microsoft exists, it is due to Microsoft’s refusal to 

produce documents in a timely manner.  Microsoft possessed relevant documents related to 

Nokia yet withheld them until mid-October 2011, in clear violation of Your Honor’s Ground 

Rules.  Similarly, Microsoft has never explained the six-week delay in between the time the 

MOSAID agreements were executed and the time they were produced in October 2011.  Barnes 

& Noble endeavored to wait until those documents were produced by Microsoft before 

burdening the courts of foreign jurisdictions, but Microsoft impeded that effort.  Barnes & Noble 

has acted diligently in reviewing Microsoft’s enormous and tardy production, identifying issues 

that were not sufficiently addressed in Microsoft’s production, seeking subpoenas on the U.S. 

subsidiaries, preparing the necessary unopposed motions to initiate international discovery, 

obtaining Letters of Request through the proper channels and enforcing those Letters of Request 

in the appropriate judicial fora.  Those efforts should not be rendered moot.   

III. REQUEST TO SHORTEN TIME TO RESPOND. 

Under all the circumstances of this matter, Barnes & Noble requests that the 

deadline to respond to this Motion be shortened such that any response is due January 23, 2012.

Barnes & Noble hopes to receive a ruling on the underlying motion as soon as possible in order 

to inform the Canada court at a hearing on January 25, 2012, whether the evidence requested 

from MOSAID will be considered in the Investigation.  In addition, the time to respond should 

be shortened given the upcoming hearing date in the Investigation and given Microsoft’s failure 

to take advantage of its earlier opportunity to object to the Letters of Request. 
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IV. CONCLUSION. 

For the foregoing reasons, Barnes & Noble respectfully requests that the Court 

hold the record open to receive evidence obtained from Nokia and MOSAID, or their U.S. 

subsidiaries, Nokia Inc. and MOSAID Corp. Ltd., respectively. 

Dated:   January 19, 2011 Respectfully submitted, 

   /s/ Stuart W. Gold 
Stuart W. Gold 
Peter T. Barbur 
Stephen S. Madsen 
Cravath, Swaine & Moore LLP 
Worldwide Plaza 
825 Eighth Avenue 
New York, NY 10019 
Telephone:  (212) 474-1000 
Fax:  (212) 474-3700 

Counsel for Respondents Barnes & Noble, Inc. 
and barnesandnoble.com llc 
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PART I -  OVERVIEW 

1. Barnes & Noble, Inc. and barnesandnoble.com llc (collectively, “Barnes & Noble”) 

seek orders recognizing and giving effect to a Request for International Judicial Assistance 

(Letter Rogatory) from the United States District Court for the District of Columbia (the “US 

District Court”) dated December 28, 2011, in Civil Action No. Misc. 11-673 (the “Letter of 

Request”) in respect of the Respondent, MOSAID Technologies Incorporated (“MOSAID”). 

2. In the Letter of Request, the US District Court asks this Honourable Court for judicial 

assistance in obtaining evidence to be used at trial in a civil patent infringement action before 

the United States International Trade Commission (“ITC”), which is scheduled to commence 

on February 6, 2012 (the “ITC Action”).  In particular, the US District Court asks this Court 

to compel MOSAID to produce certain documents and to testify under oath through its CEO, 

John Lindgren.  The US District Court has noted its belief that MOSAID has “highly 

relevant” documents in its possession and knowledge regarding materials facts.  The US 

District Court has also stated that it believes that justice cannot be served between the parties 

without the requested evidence being made available.  The evidence requested was found 

similarly by an Administrative Law Judge of the ITC to be “reasonably necessary to 

investigate fully Barnes & Noble’s affirmative defense of patent misuse” in the ITC Action.   

3. It is respectfully submitted that the evidence requested meets this Court’s criteria for 

the enforcement of letters of request.  In particular, as set out further below, the evidence 

sought is relevant to and necessary for trial in the ITC Action and is not otherwise obtainable 

by Barnes & Noble.  Barnes & Noble has identified with specificity the documents required, 

and the order sought is neither contrary to public policy nor unduly burdensome to MOSAID. 

4. Barnes & Noble therefore asks that this Honourable Court give effect to the Letter of 

Request by ordering MOSAID to produce to Barnes & Noble the documents described in 

Addendum A to the Letter of Request; and to appear through Mr. Lindgren to give evidence 

under oath with respect to the topics set out in Addendum B to the Letter of Request; all 

within a time frame sufficient to allow the evidence to be obtained in time for the trial that 

will commence on February 6, 2012. 
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PART II -  FACTS 

The Parties and the ITC Action 

5. Barnes & Noble, a public company incorporated in the State of Delaware and 

headquartered in the city of New York, is a content, commerce and technology company that 

provides customers with access to books, magazines, newspapers and other content through a 

multi-channel distribution platform.  Barnes & Noble is a defendant in the ITC Action, in 

which Microsoft Corporation (“Microsoft”) has alleged that Barnes & Noble’s Nook™ and 

Nook Color™ e-book readers infringe various patents held by Microsoft.  

Affidavit of Brendon DeMay, sworn January 9, 2012 (“DeMay Affidavit”), 
Application Record, Tab 2, at pp. 35-36, paras. 5 and 7. 

Amended Verified Complaint of Microsoft Corporation, dated April 8, 2011, 
Exhibit B to the DeMay Affidavit, Application Record, Tab 2B, at pp. 80-81, 
86, paras. 1-6, 27. 

6. In response to Microsoft’s allegations, Barnes & Noble has raised several defences, 

including an affirmative defence of patent misuse.  As part of this defence, Barnes & Noble 

has alleged that Microsoft is using its licensing practices to broaden improperly its patent 

grant in an attempt to dominate open source mobile operating systems (like the Android 

operating system used in Barnes & Noble’s handheld devices) that threaten Microsoft’s 

monopoly in personal computer (“PC”) operating systems. 

DeMay Affidavit, Application Record, Tab 2, at p. 35, para. 7. 

Response of Barnes & Noble, dated May 10, 2011, Exhibit C to the DeMay 
Affidavit (“Response”), Application Record, Tab 2C, at pp. 154-171, paras. 1-
56. 

7. MOSAID is a Canadian company headquartered in Ottawa that is in the business, inter 

alia, of monetizing patented intellectual property by licensing patents. To this end, its strategy 

as a licensing company includes expanding its patent portfolio through licensing partnerships 

and patent acquisitions. 

DeMay Affidavit, Application Record, Tab 2, at pp. 35-36, paras. 6 and 8.  

8. Microsoft recently entered into a series of agreements with Nokia Corporation 

(“Nokia”) and MOSAID, pursuant to which Nokia transferred approximately 2,000 patents to 
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MOSAID in exchange for MOSAID’s promise to license those patents and pay approximately 

two-thirds of any royalties back to Microsoft and Nokia. 

DeMay Affidavit, Application Record, Tab 2, at p. 36, paras. 8-9. 

9. Barnes & Noble alleges that the MOSAID transaction is a key element of the recently 

announced horizontal partnership between Microsoft and Nokia, particularly given the 

parties’ publicly-stated motivations of combining the strength of their respective patent 

portfolios and coordinating their offensive use of patents against open-source operating 

systems, including the Android operating system specifically. 

DeMay Affidavit, Application Record, Tab 2, at p. 36, para. 10. 

Efforts to Obtain Information Regarding MOSAID’s Business Arrangements with 
Microsoft 

10. Given the nature of Barnes & Noble’s affirmative defence and the importance of the 

transaction described above, documents and evidence pertaining to MOSAID’s business 

arrangements with Microsoft and Nokia are highly relevant to the ITC Action.  Barnes & 

Noble has therefore made efforts throughout the ITC Action to obtain this information.  In 

particular, Barnes & Noble has made documentary production requests from Microsoft and 

has examined 15 Microsoft executives or former employees on the issue of patent misuse, 

several of whom were involved in the transactions between Microsoft, MOSAID and Nokia. 

DeMay Affidavit, Application Record, Tab 2, at p. 37, para. 13. 

11. Nonetheless, Microsoft was unable to provide certain documents that ought to have 

been in its possession, and was of course also not able to provide documents or other evidence 

that is internal to MOSAID or between MOSAID and Nokia. 

DeMay Affidavit, Application Record, Tab 2, at pp. 37-38, para. 13. 

12. Barnes & Noble therefore applied to the ITC for subpoenas requiring MOSAID’s 

United States subsidiary, MOSAID Corp. Ltd. (“MOSAID US”), to produce documents and 

submit corporate depositions about the topics described in the Letter of Request, among 

others. On October 20, 2011, the ITC granted this application and issued the subpoenas. 

DeMay Affidavit, Application Record, Tab 2, at para. 14. 
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Subpoena duces tecum and subpoena ad testificandum issued October 20, 
2011, Exhibit D to the DeMay Affidavit, Application Record, Tab 2D, pp. 
197-210. 

13. MOSAID US moved to quash the subpoenas served upon it on the ground that the 

requested evidence was in the exclusive control of MOSAID in Canada, and indicated that 

MOSAID was unwilling to provide the information voluntarily.  This motion has not yet been 

determined by the ITC. 

DeMay Affidavit, Application Record, Tab 2, at p. 38, paras. 15-16. 

Email from Mark Whitaker dated November 7, 2011, Exhibit E to the DeMay 
Affidavit, Application Record, Tab 2E, p. 240. 

MOSAID US Motion to Quash and/or Limit Subpoenas, dated November 8, 
2011, Exhibit F to the DeMay Affidavit, Application Record, Tab 2F, pp. 
244-268. 

Procedural History of the Letter of Request 

14. Having learned on November 7, 2011, that neither MOSAID US nor MOSAID would 

voluntarily produce the requested documents, Barnes & Noble promptly sought a 

recommendation from Administrative Law Judge Theodore R. Essex – the judge assigned to 

preside over pretrial matters, conduct the trial and issue an initial determination on the merits 

of the matter – for the issuance of a letter rogatory for international judicial assistance.   

DeMay Affidavit, Application Record, Tab 2, at p. 39, para. 17. 

Motion for Recommendation to the United States District Court for the 
District of Columbia to Issue a Letter Rogatory for Evidence dated November 
16, 2011, Exhibit G to the DeMay Affidavit, Application Record, Tab 2G. 

15. On December 2, 2011, Judge Essex issued the requested Recommendation for the 

Issuance of a Letter Rogatory for International Judicial Assistance, recommending that the US 

District Court issue a letter rogatory to allow Barnes & Noble to obtain the evidence in 

Canada.  In the Recommendation, Judge Essex noted the relevance of the requested evidence: 

The undersigned Administrative Law Judge finds that the evidence 
that [Barnes & Noble] seek pursuant to the Request for International 
Judicial Assistance (Letter Rogatory) (“Letter Rogatory”) is 
reasonably necessary to investigate fully Barnes & Noble’s affirmative 
defence of patent misuse against Complainant Microsoft Corporation. 
[emphasis added]   
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DeMay Affidavit, Application Record, Tab 2, at para. 18. 

Recommendation For Issuance of a Letter Rogatory for International Judicial 
Assistance, dated December 2, 2011, contained in Motion for the Issuance of 
a Letter Rogatory, Exhibit H to the DeMay Affidavit, Application Record, 
Tab 2H, at p. 433.  

16. Judge Essex also asked that in order to comply with the statutory time limitations on 

ITC investigations, “the Court assign a judge and schedule a hearing to expedite the issuance 

of the Letter Rogatory”.   

Recommendation For Issuance of a Letter Rogatory for International Judicial 
Assistance, dated December 2, 2011, Application Record, Tab 2H, at p. 433.  

17. On the basis of Judge Essex’s Recommendation, Barnes & Noble promptly filed a 

motion for issuance of Letter Rogatory with the US District Court. 

DeMay Affidavit, Application Record, Tab 2, at para. 18. 

Motion for the Issuance of a Letter Rogatory for International Judicial 
Assistance dated December 9, 2011, Exhibit H to the DeMay Affidavit, 
Application Record, Tab 2H. 

18. On December 12, 2011, the Honourable Chief Judge Royce C. Lamberth agreed that 

MOSAID’s evidence is relevant and necessary for trial and granted Barnes & Noble’s motion, 

ordering that the Letter Rogatory be issued in the form attached.  Pursuant to this order, the 

Clerk of the US District Court issued the Letter Rogatory on December 28, 2011. 

Order for the Issuance of a Letter Rogatory, dated December 12, 2011, 
Exhibit A to the DeMay Affidavit, Application Record, Tab 2A, at p. 67. 

Letter of Request, dated December 28, 2011, Schedule A to the Notice of 
Application, Application Record, Tab 1A, at pp. 10-16. 

The Letter of Request 

19. In the Letter of Request, the US District Court requests the assistance of the 

Appropriate Judicial Authority of Canada (i.e., this Honourable Court) to compel “the 

appearance of MOSAID […] to testify under oath through John Lindgren, the Chief 

Executive Officer of MOSAID, the person most knowledgeable about the topics below, and to 

compel the production of the documents identified below from MOSAID.”  In this regard, the 

US District Court states that based on Barnes & Noble’s submissions:  



- 9 - 

  

[T]his Court believes that justice cannot be served between the parties 
in the above-captioned matter unless the evidence requested herein is 
made available by the Appropriate Judicial Authority of Canada for 
use in an investigation being conducted by the International Trade 
Commission into whether Barnes & Noble’s Nook and Nook Color 
infringe patents owned by Microsoft. The Court believes that 
MOSAID has knowledge regarding material facts and is in possession 
of documents that are highly relevant to Barnes & Noble’s patent 
misuse defense that cannot be obtained without the assistance of the 
Appropriate Judicial Authority. […] Barnes & Noble has no other 
option but to seek international judicial assistance. [emphasis added] 

Letter of Request, Application Record, Tab 1A, at pp. 10-11. 

20. The Letter of Request contains three addenda.  Addendum A sets out the request for 

documentary production, divided into eight categories.  Each category sets out with 

specificity a category of documents requested that is relevant to the ITC Action.  For example, 

the first request for production is for “[a]ll documents, including any document or thing 

exchanged between MOSAID and Microsoft or Nokia, relating to any possible infringement 

claims involving Barnes & Noble’s Nook™ and Nook Color™ products.”  Each request for 

documentary production pertains to aspects of the ITC Action and Barnes & Noble’s 

affirmative defence of patent abuse. 

Letter of Request, Application Record, Tab 1A, at Addendum A, pp. 17-18. 

21. Addendum B to the Letter of Request delineates nine specific topics for the 

examination of MOSAID through John Lindgren.  Again, the topics are set out with 

specificity, and essentially parallel the documentary requests.  The Letter of Request notes 

that with respect to the examination, Mr. Lindgren may refuse to answer questions on grounds 

of privilege under Canadian law, if they would subject Mr. Lindgren to criminal liability in 

the United States, or disclose confidential solicitor-client communications. 

Letter of Request, Application Record, Tab 1A, at pp. 14-15 and Addendum 
B, pp. 19-20. 

22. Addendum C to the Letter of Request is a copy of the Protective Order issued by 

Judge Essex in the ITC Action, which the US District Court confirms applies to protect the 

confidentiality of records produced by MOSAID. 
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Letter of Request, Application Record, Tab 1A, at p. 15 and Addendum C, pp. 
22-30. 

23. The documents and evidence set out in the Letter of Request are unobtainable without 

the assistance of this Court, and have been narrowly tailored to seek evidence of the 

Microsoft-Nokia-MOSAID agreement beyond the facts already available. 

DeMay Affidavit, Application Record, Tab 2, at paras. 21. 

The Urgency of the Request 

24. As noted above, the trial in the ITC Action is to begin on February 6, 2012.  In light of 

this, the US District Court has respectfully asked this Court to give this matter urgent 

attention. 

Letter of Request, Application Record, Tab 1A, at p. 11. 

25. The US District Court also refers to the period for fact discovery, which concluded on 

December 14, 2011.  However, the US District Court ultimately issued the Letter of Request 

after this date had passed.  Barnes & Noble initiated the request for evidence from MOSAID 

prior to the December 14, 2011 date and is, in any event, currently applying to the ITC to 

keep the record open for fact discovery to confirm that admissible evidence from the within 

process may be considered for use at trial. 

Letter of Request, Application Record, Tab 1A, at p. 11. 



- 11 - 

  

PART III -  ISSUES 

26. The sole issue to be determined in this Application is whether this Court ought to 

recognize and enforce the Letter of Request issued by the US District Court, thereby 

permitting Barnes & Noble to obtain the relevant and necessary evidence for use at the trial in 

the ITC Action.   

PART IV -  LAW 

A .  S t a t u t o r y  P r o v i s i o n s  

27. Both the Ontario Evidence Act and the Canada Evidence Act provide statutory 

authority for the granting of foreign judicial requests for assistance.  The relevant provisions 

provide, inter alia, that, upon fulfillment of the conditions set out therein, a Court in this 

jurisdiction may order the examination of witnesses and the production of documents. 

Evidence Act, R.S.O. 1990, c. E. 23, s. 60(1), Tab A hereto. 

Canada Evidence Act, R.S.C. 1985 c. C-15, s. 46(1), Tab B hereto. 

B .  G e n e r a l  P r i n c i p l e s  

28. International judicial co-operation is founded upon the concept of the comity of 

nations.  In Zingre v. R., Dickson J. (as he then was) stated for the Supreme Court of Canada: 

It is upon [the] comity of nations that international legal assistance 
rests.  Thus the courts of one jurisdiction will give effect to the laws 
and judicial decisions of another jurisdiction, not as a matter of 
obligation but out of mutual deference and respect.  A foreign request 
is given full force and effect unless it be contrary to the public policy 
of the jurisdiction to which the request is directed ... or otherwise 
prejudicial to the sovereignty or the citizens of the latter jurisdiction. 
[emphasis added] 

Zingre v. R., [1981] 2 S.C.R. 392, at p. 401 (“Zingre”). 

Bank of Credit & Commerce International S.A. (in Liquidation) v. Hague 
(1996), 30 O.R. 3d. 477 at 479 (Gen. Div.) (“Bank of Credit”). 

Germany (Federal Republic) v. Canadian Imperial Bank of Commerce 
(1997), 31 O.R. (3d) 684 at 695 (Gen. Div.) (“Germany v. CIBC”). 

Re Friction Division Products, Inc. and E. I. Du Pont de Nemours & Co. Inc. 
et al. (No. 2) (1986), 56 O.R. (2d) 722 at 732 (H.C.J.) (“Friction v. Du Pont”). 
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Treat America Ltd. v. Nestlé Canada Inc., 2011 ONCA 560, 9 C.P.C. (7th) 1 at 
para. 17 (“Treat America”). 

29. This Honourable Court has stated that requests of foreign courts for assistance should 

be viewed without rigidity and has noted the relaxation of those circumstances in which such 

requests will be given effect in Ontario.  

Friction v. Du Pont, supra, at 733. 

Mulroney v. Coates (1986), 54 O.R. (2d) 353 at para. 19 (H.C.J.) 
(“Mulroney”). 

30. Although an Ontario court must verify that the findings of a foreign judge are 

supported on the record, the Ontario Court of Appeal has held that: “The law is clear that [a 

foreign judge’s] decision is entitled to considerable deference in the Canadian application and 

that the court receiving the request for assistance does not sit in appeal from the decision of 

the requesting court” [emphasis added].  The observations and conclusions of a foreign court 

are thus entitled to deference and respect, and should be given “full faith and credit” by an 

Ontario court. 

Treat America, supra, at para. 19. 

Connecticut Retirement Plans & Trust Funds v. Buchan (2007), 225 O.A.C. 
106 at para. 13 (Ont. C.A.) (“Connecticut”). 

O.P.S.E.U. Pension Trust Fund (Trustee of) v. Clark (2006), 270 D.L.R. (4th) 
429 at para. 22 (Ont. C.A.) (“O.P.S.E.U.”). 

AstraZeneca LP v. Wolman, [2009] O.J. No. 5344 at para. 19 (Ont. S.C.J.) 
(“AstraZeneca”) 

C .  T h e  S i x - P a r t  T e s t  f o r  E n f o r c e m e n t  o f  
L e t t e r s  o f  R e q u e s t  

31. In Friction v. Du Pont, supra, Osborne J. (as he then was) articulated the following 

criteria for the enforcement of letters of request: 

Before an order giving effect to letters rogatory will be made, 
the evidence (including the letters rogatory) must establish that: 

(1) the evidence sought is relevant; 

(2) the evidence sought is necessary for trial and will be 
adduced at trial, if admissible; 
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(3) the evidence is not otherwise obtainable; 

(4) the order sought is not contrary to public policy; 

(5) the documents are identified with reasonable specificity; 
and 

(6) the order sought is not unduly burdensome, having in 
mind what the relevant witnesses would be required to 
do, and produce, were the action to be tried here. 

Friction v. Du Pont, supra, at 732. 

Bank of Credit, supra, at 479-480. 

Fidelity Bankers Life Insurance Co. v. Dowsley, [1996] O.J. No. 2371, 2 
C.P.C. (4th) 45 at para. 6 (Ont. Gen. Div.) (“Fidelity Bankers”). 

32. This Court has, with consideration given to the factors set out above, given effect to 

foreign letters of request compelling parties to give evidence in relation to foreign 

proceedings, even where such parties were not themselves named in the foreign proceedings 

and where such proceedings were merely at the pre-trial or discovery stage.  Indeed, the 

Supreme Court of Canada has stated that a foreign request is to be given full force and effect 

unless it is contrary to the public policy of the jurisdiction to which the request is directed or 

otherwise prejudicial to its sovereignty and further that the Court should not refuse to make 

the order solely because the testimony relates to a pre-trial proceeding.  

Fidelity Bankers, supra, at para. 7. 

Germany v. CIBC, supra, at 695-697.  

Zingre, supra, at 401, 403-404. 

33. Barnes & Noble submits that each of the factors set out in Friction have been satisfied 

in the present case, as explained and established below.         

1) The Evidence Sought is Relevant 

34. The evidence sought with respect to the patent licensing arrangement between 

Microsoft, MOSAID and Nokia is relevant to the Amended Verified Complaint of Microsoft 

in the ITC Action and Barnes & Noble’s affirmative defence of patent misuse thereto. 
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35. In assessing the relevance of requested evidence, with due deference to the findings of 

a foreign court, Ontario courts have considered whether links between evidence sought and 

claims in the foreign litigation demonstrate that the evidence is “likely relevant” or more 

likely than not to be relevant. In other words, while the admissibility of any evidence 

requested is to be determined by the foreign court, an applicant must demonstrate relevance 

on a balance of probabilities. 

AstraZeneca, supra, at paras. 23-25. 

Connecticut, supra, at para. 10. 

Friction v. Du Pont, supra, at para. 28. 

36. The US District Court’s finding that MOSAID has knowledge regarding material facts 

and is in possession of documents that are “highly relevant” should thus be given full force 

and effect unless contrary to the public policy of Ontario.  

AstraZeneca, supra, at para. 23. 

37. On the record alone, the links between Barnes & Noble’s affirmative defence of patent 

misuse and the evidence sought in Addenda “A” and “B” to the Letter of Request, namely 

evidence related to those exchanges between MOSAID, Microsoft and Nokia in respect of 

Barnes & Noble’s alleged infringement of certain Microsoft patents, are manifest. This is 

attested to in the DeMay Affidavit and has been further demonstrated by the Administrative 

Law Judge in the ITC Action who, intimately acquainted with the foreign litigation, 

recommended that international judicial assistance be requested in obtaining “critical 

evidence” for the investigation in the ITC Action and issued a subpoena duces tecum and 

subpoena ad testificandum requiring MOSAID US to produce documents and submit a 

corporate deposition about the topics described in the Letter of Request, among others.  

Letter of Request, Application Record, Tab 1A. 

DeMay Affidavit, Application Record, Tab 2, at paras. 7-12 and 21. 

Recommendation For Issuance of a Letter Rogatory for International Judicial 
Assistance, dated December 2, 2011, Application Record, Tab 2H, at p. 434. 

38. In light of the above, it is respectfully submitted that this Court should show 

considerable deference to the US District Court’s findings regarding the relevance of the 
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requested evidence, and that, in any event, Barnes & Noble has demonstrated the relevance of 

the requested evidence on the record. 

2) The Evidence is Necessary for and Will be Used at Trial 

39. The Letter of Request is expressly directed to evidence “to be used at trial”.  The 

“highly relevant” evidence sought in the Letter of Request is necessary to the ITC Action 

since, as recognized by the US District Court, “justice cannot be served between the parties” 

to the ITC Action unless the requested evidence is obtained in relation to Barnes & Noble’s 

affirmative patent misuse defence.  

Letter of Request, Application Record, Tab 1A, at p. 2 

40. This Honourable Court has assessed the necessity criterion on the basis of an 

evidentiary link between the parties to the foreign litigation and the Ontario objects of the 

request, taking into account the issues in the foreign litigation.  

AstraZeneca, supra, at para. 26. 

Friction v. Du Pont, supra, at para. 29. 

41. The record establishes that it would be unfair to Barnes & Noble to proceed to trial in 

the ITC without an opportunity to obtain the requested information from MOSAID. The 

requests in Addenda “A” and “B” of the Letter of Request have been narrowly tailored to go 

beyond what is available from public sources or what is likely to be in the possession or 

knowledge of the opposing party in the ITC Action, Microsoft. Given Barnes & Noble’s 

belief and allegations that the MOSAID deal is a key element of Microsoft’s improper efforts 

to use patent licenses to impair competition from Android and other open-source operating 

systems, Barnes & Noble requires the production of documents and deposition of Mr. 

Lindgren of MOSAID in order to mount a full and fair defence to Microsoft’s Amended 

Verified Complaint pursuant to the facts set out in Barnes & Noble’s Response.  

DeMay Affidavit, Application Record, Tab 2, at paras. 10 and 22. 

Amended Verified Complaint dated April 8, 2011, Exhibit B to DeMay 
Affidavit, Application Record, Tab 2B . 

Response, Exhibit C to DeMay Affidavit, Application Record, Tab 2C. 
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42. It is thus respectfully submitted that the facts of this case as set out in the record 

demonstrate the evidence requested in the Letter of Request is necessary in the interest of 

justice and will be adduced at trial, if admissible.    

3) The Evidence Requested is Not Otherwise Obtainable 

43. The addenda to the Letter of Request setting out requested documents and topics of 

examination have been narrowly tailored to go beyond what is available from public sources 

or what is or is likely to be in the possession or knowledge of Microsoft, the opposing party in 

the ITC Action. While 15 Microsoft witnesses were deposed, they could not supply all 

necessary information. For example, certain evidence is internal to MOSAID or was 

exchanged only between MOSAID and Nokia.  

DeMay Affidavit, Application Record, Tab 2, at paras. 13 and 22. 

Letter of Request, Application Record, Tab 1A, at Addenda A and B, pp. 17-
20. 

44. Despite efforts made over the course of several months, the issuance of a subpoena 

duces tecum and subpoena ad testificandum requiring MOSAID US to produce documents 

and submit a corporate deposition about the topics described in the Letter of Request, among 

others, Barnes & Noble has been unable to obtain the requested documents and testimony 

from MOSAID US. MOSAID US moved to quash the subpoena served upon it on the 

grounds, inter alia, that the requested evidence was in the exclusive control of MOSAID in 

Canada and indicated that MOSAID was unwilling to provide the information voluntarily. As 

such, there is a substantial likelihood that the documents and testimony set out in the Letter of 

Request are within the possession, control or power of MOSAID. Moreover, Barnes & Noble 

has non-public evidence that MOSAID is in possession of highly relevant information 

establishing that Microsoft coordinated its patent offensive with Nokia and MOSAID.  

DeMay Affidavit, Application Record, Tab 2, at paras. 13-15 and 22. 

45. In assessing whether information is otherwise attainable, this Court has held that the 

criterion should not be interpreted so narrowly as to require an applicant to establish that no 

evidence on the subject is otherwise available. Instead, an applicant need only show that 

“evidence of the same value” as that sought cannot otherwise be obtained. In particular, this 
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Court has held that it is not an answer to say that some information pertaining to the requested 

production and depositions might be obtained from the production and depositions of other 

parties to a proceeding if such evidence is not of the same value as that sought.  

AstraZeneca, supra, at para. 27. 

Connecticut, supra, at para. 19. 

Treat America, supra, at para. 24. 

46. As noted above, the production and depositions sought from MOSAID in Addenda 

“A” and “B” to the Letter of Request have been narrowly tailored to solicit information 

beyond that which is publicly available or within the possession or knowledge of Microsoft. 

To the extent that certain elements of the addenda could nevertheless be alleged to be 

otherwise obtainable, evidence from any other source would not have the same value as that 

sought in the Letter of Request due to MOSAID’s unique and specific insight into Microsoft’s 

horizontal partnership with Nokia as a patent licensing company and its positioning and 

strategy in relation to the Microsoft-Nokia-MOSAID agreement.  

DeMay Affidavit, Application Record, Tab 2, at paras. 6-11 & 22. 

47. In light of the above, it is respectfully submitted that the evidence sought in the Letter 

of Request is not obtainable by Barnes & Noble from another source. 

4) Recognizing the Letter of Request is Not Contrary to Public Policy 

48. Enforcement of the US District Court’s Letter of Request is necessary in the interests 

of justice and not contrary to public policy in any way.  

49. The order sought would be conducted according to the Rules of Civil Procedure and 

the Evidence Acts of Ontario and Canada.  Indeed, the order sought would be consistent with 

Ontario’s own Rules of Civil Procedure which provide for the production of documents from 

non-parties and the discovery of non-parties to a proceeding.  While these rules may serve as 

useful guideposts to a Court, overlap substantially with the conditions for the enforcement of 

a letter of request, and would be satisfied in this case, the enforcement of a letter of request by 

an Ontario court is not limited to those cases in which it would make an order under those 

rules. The circumstances in which an Ontario court will grant an order enforcing letters of 
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request where non-parties are the target of the request should, however, not be any rarer than 

those in which a similar request might emanate from an Ontario court to a foreign jurisdiction.  

Rules of Civil Procedure (Ontario), R.S.O. 1990, Reg. 194, Rules 30.10 & 
31.10 (Rules of Civil Procedure), Tab C hereto. 

AstraZeneca, supra, at para. 20. 

Friction v. Du Pont, supra, at paras. 14-15. 

5) The Documents and Evidence Have Been Identified With Reasonable Specificity 

50. The documents requested in Addendum A to the Letter of Request specifically target 

information related to Barnes & Noble’s products (No. 1), MOSAID’s strategy in acquiring 

the Nokia patents (No. 2), the MOSAID-Microsoft-Nokia agreement (No.’s 3 and 6), patents 

asserted in Microsoft’s Amended Verified Complaint and patents or patent rights asserted 

against open source operating systems (No.’s 4, 5 and 7), and Microsoft’s coordinated 

intellectual property strategies in relation to mobile devices or mobile device operating 

systems (No. 8).  Barnes & Noble’s request is specifically targeted in part because Barnes & 

Noble has already examined the documents produced by Microsoft in the ITC Action and has 

therefore been able to better identify the evidence that must be obtained from MOSAID.  

Each request, while reasonably specific, is more generally relevant to Barnes & Noble’s 

affirmative defence of patent misuse.  

Letter of Request, Application Record, Tab 1A, at Addendum A, pp. 17-18.  

51. While each request for production in the US District Court’s Letter of Request is 

reasonably specific, Ontario courts have found letters of request to be valid even where 

specific requests are framed broadly provided the targeted deponent has some information 

within the broadly framed request that is relevant to the issues in the foreign litigation. The 

level of specificity required is fact-dependent such that documents need only be “sufficiently 

identified”, whether specifically or by class, and production may in some cases be wide, 

provided it is not unreasonable or unduly onerous. In Friction, the court noted that:  

In many instances it will be impossible for a party on the outside, 
denied a look inside, to determine what documents are relevant to the 
issues and what documents may be reasonably ancillary to the 
evidence of a witness sought to be examined. Requiring a witness to 
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search a number of files may in one case be burdensome, and in 
another quite reasonable. 

O.P.S.E.U., supra, at para. 25. 

Friction v. Du Pont, supra, at paras. 38 and 42-43. 

AstraZeneca, supra, at para. 28. 

52. Each of the requests for production in the Letter of Request are both relevant and 

necessary to the ITC Action. Given the specificity of the requests set out in Addenda A and B 

to the Letter of Request and the importance of Barnes & Noble’s patent misuse defence within 

the context of the ITC Action, it is respectfully submitted that the “reasonable specificity” 

criterion has been plainly satisfied in this case.     

6) The Requested Order Is Not Unduly Burdensome 

53. The “unduly burdensome” criterion involves asking whether the proposed witness is 

being asked to do anything that would be considered burdensome or oppressive, measured 

against the witnesses’ obligations in Ontario if the matter were to be tried here.  

AstraZeneca, supra, at para. 29. 

Friction v. Du Pont, supra, at para. 34. 

54. The order sought by Barnes & Noble would not be unduly burdensome to MOSAID 

since the documents and oral evidence sought are identified with sufficient specificity in 

Addenda A and B to the Letter of Request to identify their connection and relevance to the 

ITC Action. Not only are the documents and testimony of significant importance to the ITC 

Action but the burden, if any, to MOSAID in providing the evidence is outweighed by the 

benefit to be derived therefrom. 

55. The production and testimony requested of MOSAID would not be considered unduly 

burdensome or oppressive if the ITC Action were to be heard in Ontario, and, in fact, is 

largely similar to the requests made of MOSAID US in the ITC subpoenas.  

56. The Letter of Request establishes a number of conditions that ensure that MOSAID’s 

interests are protected. Specifically, the evidence and documentation will be subject to a strict 

Protective Order issued in the ITC Action, as set out at Addendum C to the Letter of Request, 
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documents will only be produced to the extent that they are not privileged under the 

applicable laws of Canada or the United States, and the Respondent is entitled to refuse to 

answer any question if such answer would subject it to a real and appreciable danger of 

criminal liability in the United States or to answer a question or produce a document if such 

answer or document would disclose a confidential communication with MOSAID’s 

attorney(s) in connection with seeking legal advice. In addition, examination of the proposed 

witness will be limited to the narrowly defined topics set out in Addenda B to the Letter of 

Request and to a time period of seven hours (consistent with the requirements of Rule 31.05.1 

of Ontario’s own Rules of Civil Procedure).  

Letter of Request, Application Record, Tab 3, at p. 6. 

Rules of Civil Procedure, Rule 31.05.1, Tab C hereto. 
 

57. It is well established that the technical rules of evidence of the requesting state should 

apply to a requested examination, unless the proceedings are dealing with fundamental values 

and the rights of witnesses. As such, it should not be considered either burdensome or 

contrary to public policy that the Letter of Request proposes that the examination be 

conducted by the attorneys from the law firm of Cravath, Swaine & Moore LLP, acting as 

legal representatives of Barnes & Noble, or their designees.  

AstraZeneca, supra, at para. 64. 

Connecticut, supra, at paras. 23-27. 

58. In light of all of the above, the procedural and substantive protections offered, and the 

fact that the evidence sought is relevant, that it is necessary for trial and will be adduced at 

trial, if admissible, that it is not otherwise obtainable, that the Order sought is not contrary to 

public policy, and that the documents sought are identified with reasonable specificity, it is 

respectfully submitted that the order sought is not unduly burdensome, having in mind what 

MOSAID would be required to do, and produce, were the action to be tried in Ontario. 

PART V -  ORDER REQUESTED 

59. Barnes & Noble therefore respectfully requests an order recognizing and enforcing the 

Letter of Request and in particular ordering that MOSAID produce to Barnes & Noble, all 

non-privileged documents in its possession, control or power that are responsive to the 
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requests for production set out in Addendum A to the Letter of Request; and appear through 

John Lindgren, CEO of MOSAID, to give evidence under oath with respect to the Deposition 

Topics set out in Addendum B to the Letter of Request, all within time frames that will permit 

the evidence to be obtained in advance of the trial of the ITC Action. 

ALL OF WHICH IS RESPECTFULLY SUBMITTED 
 

January 11, 2012 _____________________________________ 
Nicholas McHaffie 
Megan MacDonald 
Of Counsel for the Applicants 
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SCHEDULE “B” 

STATUTES AND REGULATIONS REFERRED TO 

 

A. Evidence Act, R.S.O. 1990, c. E. 23, s. 60 

B. Canada Evidence Act, R.S.C. 1985 c. C-5, s. 46 

C. Rules of Civil Procedure, Rules 3.02, 14.05, 30.10, 31.05.1, 31.10, 34 and 38, 
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A. Evidence Act, R.S.O. 1990, c. E. 23, s. 60(1) 

Evidence for foreign tribunals 

60.  (1)  Where it is made to appear to the Superior Court of Justice or a judge thereof, 
that a court or tribunal of competent jurisdiction in a foreign country has duly 
authorized, by commission, order or other process, for a purpose for which a letter of 
request could be issued under the rules of court, the obtaining of the testimony in or in 
relation to an action, suit or proceeding pending in or before such foreign court or 
tribunal, of a witness out of the jurisdiction thereof and within the jurisdiction of the 
court or judge so applied to, such court or judge may order the examination of such 
witness before the person appointed, and in the manner and form directed by the 
commission, order or other process, and may, by the same or by a subsequent order, 
command the attendance of a person named therein for the purpose of being examined, 
or the production of a writing or other document or thing mentioned in the order, and 
may give all such directions as to the time and place of the examination, and all other 
matters connected therewith as seem proper, and the order may be enforced, and any 
disobedience thereto punished, in like manner as in the case of an order made by the 
court or judge in an action pending in the court or before a judge of the court.  

R.S.O. 1990, c. E.23, s. 60 (1); 2000, c. 26, Sched. A, s. 7 (2). 
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B. Canada Evidence Act, R.S.C. 1985 c. C-5, s.46 

Procedure 

Order for examination of witness in Canada 

46. (1) If, on an application for that purpose, it is made to appear to any court or judge 
that any court or tribunal outside Canada, before which any civil, commercial or 
criminal matter is pending, is desirous of obtaining the testimony in relation to that 
matter of a party or witness within the jurisdiction of the first mentioned court, of the 
court to which the judge belongs or of the judge, the court or judge may, in its or their 
discretion, order the examination on oath on interrogatories, or otherwise, before any 
person or persons named in the order, of that party or witness accordingly, and by the 
same or any subsequent order may command the attendance of that party or witness 
for the purpose of being examined, and for the production of any writings or other 
documents mentioned in the order and of any other writings or documents relating to 
the matter in question that are in the possession or power of that party or witness. 

Video links, etc. 

(2) For greater certainty, testimony for the purposes of subsection (1) may be given by 
means of technology that permits the virtual presence of the party or witness before 
the court or tribunal outside Canada or that permits that court or tribunal, and the 
parties, to hear and examine the party or witness. 

R.S., 1985, c. C-5, s. 46; 1999, c. 18, s. 89. 
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C. Rules of Civil Procedure, Rules 1.04, 3.02, 14.05, 30.10, 31.05.1, 31.10, 34 and 38  

INTERPRETATION 

General Principle 

1.04  (1)  These rules shall be liberally construed to secure the just, most expeditious 
and least expensive determination of every civil proceeding on its merits. R.R.O. 1990, Reg. 
194, r. 1.04 (1). 

Proportionality 

(1.1)  In applying these rules, the court shall make orders and give directions that are 
proportionate to the importance and complexity of the issues, and to the amount involved, in 
the proceeding. O. Reg. 438/08, s. 2. 

Matters Not Provided For 

(2)  Where matters are not provided for in these rules, the practice shall be determined 
by analogy to them. R.R.O. 1990, Reg. 194, r. 1.04 (2). 

Party Acting in Person 

(3)  Where a party to a proceeding is not represented by a lawyer but acts in person in 
accordance with subrule 15.01 (2) or (3), anything these rules require or permit a lawyer to do 
shall be done by the party. R.R.O. 1990, Reg. 194, r. 1.04 (3); O. Reg. 575/07, s. 1. 

“Party and Party” Costs 

(4)  If a statute, regulation or other document refers to party and party costs, these rules 
apply as if the reference were to partial indemnity costs. O. Reg. 284/01, s. 3. 

“Solicitor and Client” Costs 

(5)  If a statute, regulation or other document refers to solicitor and client costs, these 
rules apply as if the reference were to substantial indemnity costs. O. Reg. 284/01, s. 3. 

*** 

EXTENSION OR ABRIDGMENT 

General Powers of Court 

3.02  (1)  Subject to subrule (3), the court may by order extend or abridge any time 
prescribed by these rules or an order, on such terms as are just. R.R.O. 1990, Reg. 194, 
r. 3.02 (1). 

(2)  A motion for an order extending time may be made before or after the expiration of 
the time prescribed. R.R.O. 1990, Reg. 194, r. 3.02 (2). 

Times in Appeals 
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(3)  An order under subrule (1) extending or abridging a time prescribed by these rules 
and relating to an appeal to an appellate court may be made only by a judge of the appellate 
court. R.R.O. 1990, Reg. 194, r. 3.02 (3). 

Consent in Writing 

(4)  A time prescribed by these rules for serving, filing or delivering a document may be 
extended or abridged by filing a consent. O. Reg. 555/96, s. 1; O. Reg. 427/01, s. 2; O. Reg. 
438/08, s. 5. 

*** 

APPLICATIONS — BY NOTICE OF APPLICATION 

Notice of Application 

14.05  (1)  The originating process for the commencement of an application is a notice 
of application (Form 14E, 68A or 73A) or an application for a certificate of appointment of an 
estate trustee (Form 74.4, 74.5, 74.14, 74.15, 74.21, 74.24, 74.27 or 74.30). R.R.O. 1990, Reg. 
194, r. 14.05 (1); O. Reg. 484/94, s. 5. 

Information for Court Use 

(1.1)  Form 14F (Information for court use) shall be filed together with a notice of 
application in Form 14E, 68A or 73A. O. Reg. 260/05, s. 2. 

Application under Statute 

(2)  A proceeding may be commenced by an application to the Superior Court of Justice 
or to a judge of that court, if a statute so authorizes. R.R.O. 1990, Reg. 194, r. 14.05 (2); 
O. Reg. 292/99, s. 1 (2). 

Application under Rules 

(3)  A proceeding may be brought by application where these rules authorize the 
commencement of a proceeding by application or where the relief claimed is, 

(a) the opinion, advice or direction of the court on a question affecting the rights of a 
person in respect of the administration of the estate of a deceased person or the 
execution of a trust; 

(b) an order directing executors, administrators or trustees to do or abstain from doing 
any particular act in respect of an estate or trust for which they are responsible; 

(c) the removal or replacement of one or more executors, administrators or trustees, or 
the fixing of their compensation; 

(d) the determination of rights that depend on the interpretation of a deed, will, 
contract or other instrument, or on the interpretation of a statute, order in council, 
regulation or municipal by-law or resolution; 
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(e) the declaration of an interest in or charge on land, including the nature and extent 
of the interest or charge or the boundaries of the land, or the settling of the priority 
of interests or charges; 

(f) the approval of an arrangement or compromise or the approval of a purchase, sale, 
mortgage, lease or variation of trust; 

(g) an injunction, mandatory order or declaration or the appointment of a receiver or 
other consequential relief when ancillary to relief claimed in a proceeding 
properly commenced by a notice of application; 

(g.1) for a remedy under the Canadian Charter of Rights and Freedoms; or 

(h) in respect of any matter where it is unlikely that there will be any material facts in 
dispute. R.R.O. 1990, Reg. 194, r. 14.05 (3); O. Reg. 396/91, s. 3. 

*** 

PRODUCTION FROM NON-PARTIES WITH LEAVE 

Order for Inspection 

30.10  (1)  The court may, on motion by a party, order production for inspection of a 
document that is in the possession, control or power of a person not a party and is not 
privileged where the court is satisfied that, 

(a) the document is relevant to a material issue in the action; and 

(b) it would be unfair to require the moving party to proceed to trial without having 
discovery of the document. R.R.O. 1990, Reg. 194, r. 30.10 (1). 

Notice of Motion 

(2)  A motion for an order under subrule (1) shall be made on notice, 

(a) to every other party; and 

(b) to the person not a party, served personally or by an alternative to personal service 
under rule 16.03. R.R.O. 1990, Reg. 194, r. 30.10 (2). 

Court may Inspect Document 

(3)  Where privilege is claimed for a document referred to in subrule (1), or where the 
court is uncertain of the relevance of or necessity for discovery of the document, the court 
may inspect the document to determine the issue. R.R.O. 1990, Reg. 194, r. 30.10 (3). 

Preparation of Certified Copy 

(4)  The court may give directions respecting the preparation of a certified copy of a 
document referred to in subrule (1) and the certified copy may be used for all purposes in 
place of the original. R.R.O. 1990, Reg. 194, r. 30.10 (4). 

Cost of Producing Document 
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(5)  The moving party is responsible for the reasonable cost incurred or to be incurred 
by the person not a party to produce a document referred to in subrule (1), unless the court 
orders otherwise. O. Reg. 260/05, s. 5. 

*** 

TIME LIMIT 

Not to Exceed Seven Hours 

31.05.1  (1)  No party shall, in conducting oral examinations for discovery, exceed a 
total of seven hours of examination, regardless of the number of parties or other persons to be 
examined, except with the consent of the parties or with leave of the court. O. Reg. 438/08, 
s. 29. 

Considerations for Leave 

(2)  In determining whether leave should be granted under subrule (1), the court shall 
consider, 

(a) the amount of money in issue; 

(b) the complexity of the issues of fact or law; 

(c) the amount of time that ought reasonably to be required in the action for oral 
examinations; 

(d) the financial position of each party; 

(e) the conduct of any party, including a party’s unresponsiveness in any examinations 
for discovery held previously in the action, such as failure to answer questions on 
grounds other than privilege or the questions being obviously irrelevant, failure to 
provide complete answers to questions, or providing answers that are evasive, 
irrelevant, unresponsive or unduly lengthy; 

(f) a party’s denial or refusal to admit anything that should have been admitted; and 

(g) any other reason that should be considered in the interest of justice. O. Reg. 
438/08, s. 29. 

*** 

DISCOVERY OF NON-PARTIES WITH LEAVE 

General 

31.10  (1)  The court may grant leave, on such terms respecting costs and other matters 
as are just, to examine for discovery any person who there is reason to believe has information 
relevant to a material issue in the action, other than an expert engaged by or on behalf of a 
party in preparation for contemplated or pending litigation. R.R.O. 1990, Reg. 194, 
r. 31.10 (1). 

Test for Granting Leave 
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(2)  An order under subrule (1) shall not be made unless the court is satisfied that, 

(a) the moving party has been unable to obtain the information from other persons 
whom the moving party is entitled to examine for discovery, or from the person 
the party seeks to examine; 

(b) it would be unfair to require the moving party to proceed to trial without having the 
opportunity of examining the person; and 

(c) the examination will not, 

(i) unduly delay the commencement of the trial of the action, 

(ii) entail unreasonable expense for other parties, or 

(iii) result in unfairness to the person the moving party seeks to examine. R.R.O. 
1990, Reg. 194, r. 31.10 (2). 

Costs Consequences for Examining Party 

(3)  A party who examines a person orally under this rule shall serve every party who 
attended or was represented on the examination with the transcript free of charge, unless the 
court orders otherwise. R.R.O. 1990, Reg. 194, r. 31.10 (3). 

(4)  The examining party is not entitled to recover the costs of the examination from 
another party unless the court expressly orders otherwise. R.R.O. 1990, Reg. 194, r. 31.10 (4). 

Limitation on Use at Trial 

(5)  The evidence of a person examined under this rule may not be read into evidence at 
trial under subrule 31.11 (1). R.R.O. 1990, Reg. 194, r. 31.10 (5). 
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EXHIBIT 4 
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Certain Handheld Electronic Computing Devices,  337-TA-769  
Related Software and Components Thereof

CERTIFICATE OF SERVICE 
I hereby certify that copies of the foregoing RESPONDENTS BARNES & NOBLE, INC’S AND 
BARNESANDNOBLE.COM LLC’S MOTION TO HOLD THE RECORD OPEN TO 
RECEIVE EVIDENCE OBTAINED FROM NOKIA CORP. (OR ITS AFFILIATES) AND 
MOSAID TECHNOLOGIES INC. (OR ITS AFFILIATES) AND REQUEST TO 
SHORTEN TIME TO RESPOND were served upon the following parties as indicated on this 19th 
day of January, 2012.

James R. Holbein, Secretary  
U.S. International Trade Commission 
500 E Street, S.W., Room 112 
Washington, D.C. 20436 

 Via Hand Delivery  
 Via Overnight Federal Express Delivery 
 Via First Class Mail 
 Via Facsimile 
 Via Electronic Service 

Honorable Theodore R. Essex 
U.S. International Trade Commission 
500 E Street, S.W., Room 317 
Washington, D.C. 20436 
Email: tamara.foley@usitc.gov

 Via Hand Delivery 
 Via Overnight Federal Express Delivery 
 Via First Class Mail 
 Via Facsimile 
 Via Electronic Mail 

Jeffrey Hsu 
Office of Unfair Import Investigations 
U.S. International Trade Commission 
500 E Street, S.W., 
Washington, D.C. 20436 
Email: jeffrey.hsu@usitc.gov

 Via Hand Delivery 
 Via Overnight Federal Express Delivery 
 Via First Class Mail 
 Via Facsimile 
 Via Electronic Mail 

Counsel for Complainant Microsoft Corporation  

V. James Adduci 
Adduci, Mastriani & Schaumberg LLP 
1200 Seventeenth Street, NW 5th Floor 
Washington, DC 20036 
Email: MSFT-2@adduci.com, MSFT-
L14External@woodcock.com, MSFT_BN@orrick.com

 Via Hand Delivery 
 Via Overnight Federal Express Delivery 
 Via First Class Mail 
 Via Facsimile 
 Via Electronic Mail

Counsel for Respondent Inventec Corporation  

Richard L. DeLucia 
Kenyon & Kenyon LLP 
One Broadway 
New York, NY 10004 
Email: 337-769Kenyon@kenyon.com

 Via Hand Delivery 
 Via Overnight Federal Express Delivery 
 Via First Class Mail 
 Via Facsimile 
 Via Electronic Mail

/s/ Robert Greenfield
Robert Greenfield 
Case Manager 


